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¬ Technology Contracting 

¬ Online Agreements 

¬ Privacy 

¬ Online Liability/Intermediary 

Liability/Responsibility 

¬ Copyright  

¬ Trade-marks/Domain Names 
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Technology Contracting 
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State of Indiana v IBM 2016 WL 959806 (Sup. 
Ct. Ind. March 22, 2016)  

¬ Whether a $1.3 billion MSA entered into between the State and IBM 

was terminated for material breach.  

¬ “We hold that when a contract provides the standard for assessing 

the materiality of a breach, that standard governs. Only in the 

absence of such a provision does the common law, including the 

Restatements, apply. In this case, the MSA provides the standard to 

assess whether IBM materially breached the MSA.” 

¬ “the contract provides that in order to terminate the MSA for cause, 

the State had to prove a breach or a series of breaches by IBM that 

were "material considering this Agreement as a whole...We hold that 

under the facts and circumstances of this case, looking at the 

performance standards and indicators provided in the MSA, IBM's 

collective breaches were material in light of the MSA as a whole.” 
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State of Indiana v IBM (2016 WL 959806 Sup. 
Ct. Ind. March 22, 2016)  

“The trial court erred in determining IBM did not materially breach the MSA. In 

determining whether IBM materially breached the MSA, the trial court should 

have considered the State's dissatisfaction with IBM's performance and IBM's 

failure to meet certain Schedule 10 metrics, despite IBM's payment of liquidated 

damages. The trial court should not have considered the economic downturn, 

natural disasters and the surge in HIP applications to justify IBM's performance 

failings in light of the MSA, which provided IBM with mechanisms to address 

these issues. The trial court also should not have considered the State's motive 

in terminating the MSA. The trial court also erred in determining that the benefits 

received by the State precluded a finding of material breach where both parties 

benefited from the MSA and it is IBM's performance, not these benefits, that the 

trial court should have assessed. Finally, while the Policy Objectives themselves 

did not place a contractual requirement on IBM, to the extent these objectives 

were incorporated into other parts of the MSA, i.e., the performance standards, 

and also the construction and interpretation provision, they are a factor to be 

considered when assessing whether IBM's collective breaches were material.” 
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Actuate Canada Corporation v. Symcor 
Services Inc., 2016 ONCA 217 

¬ Did Symcor violate a license by using software on more servers and 

on an OS that were not authorized?  

¬ “Upon execution of this agreement by the Parties and in 

consideration of Customer agreeing to pay the Charges, Xenos 

grants to the Customer a non-exclusive, non-transferable, perpetual 

licence to use the Software at the Location(s) upon the terms and 

conditions of this Agreement. Xenos acknowledges that such use 

shall extend to the Customers (sic) wholly owned subsidiaries.” 

¬ “The Software can be used on an enterprise wide basis by 

Customer without restriction on the number of copies but only in 

association with the IBM software product known as “Content 

Manager / OnDemand” or any IBM successor product(s) to Content 

Manager OnDemand.” 
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Actuate Canada Corporation v. Symcor 
Services Inc., 2016 ONCA 217 

Item No. Quantity Software Description Location(s) Hardware 

Platform 

License 

Fees 

Annual 

Fee 18% 

A. 1 AFP Parser (AFPP)   AIX As per IBM 

SOW 

$5,250 

B. 1 Metacode Parser (MEPP)   AIX As per IBM 

SOW 

$5,250 

C. 1 PDF Generator (PDFG)   AIX As per IBM 

SOW 

$7,814 

D. 1 IDC Document Control 

(IDC1) 

  AIX As per IBM 

SOW 

$15,705 

E. 1 Template Merger 

(TEMG) 

  AIX As per IBM 

SOW 

$3,366 

F. 1 REXX for AIX License   AIX As per IBM 

SOW 

$2,210 

G. 1 Developer’s Studio 

(DST1) 

  AIX As per IBM 

SOW 

$500 

H. 3 (2 non-

production) 

PCL Parser (PCLP)   AIX *N/C *N/C 

  Subtotal   $40,095 

  Plus taxes as per clause 

3.5 
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Actuate Canada Corporation v. Symcor 
Services Inc., 2016 ONCA 217 

15516036 

¬ “Xenos’s argument that the production licence is server-restricted 

rests almost entirely on the fact that Symcor acquired two non-

production licences and one production licence.” 

¬ “Xenos..says that the motion judge ignored the “Quantity” term in the 

Product Schedules. I disagree… There was nothing in the parties’ 

agreement to tie the licences to use on individual servers. Xenos’s 

interpretation that there was a server restriction is inconsistent with 

the express wording of the LSSA.” 

¬ “There is nothing commercially unreasonable in finding that the 

licences granted under the LSSA were, as specified by the LSSA, for 

use on an “enterprise wide basis”. The argument that anything other 

than a per server licence would be commercially unreasonable invites 

the court to draw speculative conclusions in the absence of evidence 

about the function of servers and how the software would be 

deployed.” 
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Actuate Canada Corporation v. Symcor 
Services Inc., 2016 ONCA 217 

15516036 

¬ “First, Symcor repeats its argument before the motion judge that the 

reference to the “Hardware Platform AIX” in the Product Schedules is 

merely descriptive, and not a usage restriction... 

¬ I would not give effect to this argument. Contrary to Symcor’s 

assertion, the Product Schedules are an integral part of the licence 

agreement and define or specify the software to be licensed. The 

motion judge observed that, pursuant to the LSSA, the Product 

Schedules constitute the definition of the “Software to be licensed”, 

and thus the terms of the Product Schedules, such as “Hardware 

Platform AIX”, properly construed, are not merely explanations of how 

the software will work, but limitations on the scope of Symcor’s 

licensed use. The “Hardware Platform” is specified for each element of 

the software, and as such is an integral part of the definition of the 

software being licensed.” 
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Actuate Canada Corporation v. Symcor 
Services Inc., 2016 ONCA 217 

15516036 

¬ Did Symcor have an estoppel defense? 

¬ “Symcor does not quarrel with the motion judge’s conclusion that an estoppel 

could only arise if the conduct relied upon was that of Xenos personnel with 

knowledge of and responsibility for the licences and apparent authority to effect 

a change in licence-related legal relations.” 

¬ “There was in fact evidence in the record of communications within Xenos that 

included the responsible account managers in 2005 and 2007, where it was 

apparent that Symcor was using the d2e Software on the Windows operating 

system. In 2005, an account manager was forwarded a support ticket from 

service personnel that showed Symcor was using a component of the d2e 

Software on Windows. The account manager was asked to follow up with 

Symcor on the issue. In 2007, an account manager received an email from an 

application developer at Symcor who stated that “[w]e currently have d2e 

platform in use on Windows and AIX.” A September 2007 email to a different 

account manager from a Symcor project manager stated that their current 

installation of d2e Software ran only on AIX and Windows. According to Xenos’s 

affiants, the account managers would have been familiar with Symcor’s licensed 

usage.” 
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Actuate Canada Corporation v. Symcor 
Services Inc., 2016 ONCA 217 

15516036 

¬ Could Xenos rely on non-waiver clause? 

¬ “Xenos argues that, even if the motion judge did not consider 

certain evidence, the non-waiver provision in the LSSA would 

preclude Symcor’s reliance on an estoppel defence. Although 

mentioned in his reasons, the motion judge did not give any 

detailed consideration to the effect of the non-waiver provision in 

the LSSA. Estoppel can operate to prevent a party from relying on 

its contractual rights. As such, a non-waiver provision in a 

contract is not necessarily a bar to the application of estoppel. 

Rather, it is one factor, and often an important factor, to be 

considered… The motion judge did not base his rejection of the 

estoppel defence on the non-waiver provision, and, at this stage, 

neither would I.” 

¬ Practice tips? 
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Honda of Canada Mfg. v Micro Focus 
(Canada), 2015 ONSC 6264 

¬ How to defend a claim for exceeding license terms. 

¬ “Micro Focus undertook an audit relating to Honda’s use of Orbix, 

and concluded that Honda is only licensed to use Orbix on “2 

CPU/Cores” for each of its AIX and Windows environments, 

whereas Honda was using Orbix on 32 AIX cores and 48 

Windows cores. Micro Focus issued a summary letter to Honda, 

in which it took the position that Honda is now obligated to pay 

license fees for Orbix on a “per core” basis. Although Orbix 

remains in use on the same number of computer workstations 

and servers as when the assembly line control system was 

installed, Micro Focus asserts that Honda has over-deployed the 

licenses by a magnitude of over 70 cores.  In the result, Micro 

Focus has delivered a demand for payment of $1,381,223.”  
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Honda of Canada Mfg. v Micro Focus 
(Canada), 2015 ONSC 6264 

¬ “…by initiating this application Honda has taken on the very difficult task of having 

to prove a negative – that it never agreed to be bound by the standard IONA 

PSLA terms that were created at a yet undetermined time, and which are said to 

have been accepted by Honda during the 2003 upgrade.  It is Micro Focus’ 

position that in order for the Honda technician to have installed the software, he 

would have had to accept and agree to the standard licensing terms that were 

shipped with the product.  As a precondition of installing the software, this 

technician would have had to “click-through” the license agreement and indicate 

acceptance by clicking an “I agree” button.  Neither party has produced evidence 

of such an agreement, but in the course of an action, the onus would be on Micro 

Focus to satisfy the court on the balance of probabilities that Honda bound itself 

to the terms of such licensing agreement in 2003… 

¬ As the applicant, Honda bears the onus of establishing that it is entitled to the 

declaration that it seeks.  The attempt to shift the onus highlights why an 

application of this nature is a problematic procedure for attempting to establish the 

existence, or in this case the absence, of a contract.”  

¬ Practice tips. 
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Husky Injection Molding Systems Ltd. v. 
Schad, 2016 ONSC 2297 

¬ Scope of an NDA. 

¬ “I do not construe the confidentiality agreement under 

the Support and Consulting Agreement as covering 

the Husky machines being supplied to Niigon under 

the Equipment Agreement signed on the same day. It 

covered "confidential information or materials", not 

equipment, and was to be signed if during its term 

such confidential information or materials were 

provided….The confidentiality provision in that 

agreement would cover things like Husky intellectual 

property if it were provided to Niigon so long as that 

intellectual property had not been publicly disclosed.” 
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Husky Injection Molding Systems Ltd. v. 
Schad, 2016 ONSC 2297 

¬ “Confidentiality and Exclusivity. Niigon and Husky will keep each others 

(sic) business and technology confidential.” 

¬ “Those words are very broad, but some things could not have been 

intended. For example, the "business" of Husky was known world-wide. 

It was the design, manufacture and sale of injection molding machines 

and molds. That could not have been meant to be included in what was 

to be kept confidential. A great deal of Husky technology was known 

world-wide, such as patent information, commercially sold machines 

and manuals for such machines, many of which were available on line. 

It would make no commercial sense for things known publically to be 

covered by the provision.” 

¬ “Contractual terms regarding confidentiality will negate any broader duty 

of confidence that may be imposed by the common law.” 
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Husky Injection Molding Systems Ltd. v. 
Schad, 2016 ONSC 2297 

“Covenants in restraint of trade are to be strictly construed. See Russo v. 

Field, [1973] S.C.R. 466 (S.C.C.) at pp. 486-7. In this case, the business 

that Mr. Schad was not to substantially compete against was defined as 

"the business of the designing, manufacturing and sale of injection 

molding equipment and systems for the plastics industry and the 

providing of related services thereto". At no time before the expiry of the 

non-competition clause on September 22, 2010 did Athena sell any 

injection molding machines or related services. As I read the clause, 

Athena could have designed or manufactured its A150 machine during 

the time of the covenant not to compete and would not have been acting 

contrary to the covenant so long as it was not selling machines during the 

term of the covenant. I do not accept the argument of Husky that merely 

designing and developing machines, or even owning shares in Athena, 

was a breach of the covenant not to substantially compete with Husky.” 
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Online Agreements 
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Starkey v G Adventures, Inc. 796 F.3d 193 
(2nd.Cir. 2015) 

¬ Whether a hyperlink to a document containing a forum 

selection clause may be used to reasonably communicate that 

clause to a consumer.  

¬ “Starkey received three separate emails stating that all G 

Adventures passengers must agree to the Booking Terms and 

Conditions; a capitalized, bolded heading "TERMS AND 

CONDITIONS" heralded one of these statements…Two of the 

emails advised Starkey that she could access the Booking 

Terms and Conditions by clicking on the hyperlink. The third 

email implicitly provided the same advice by introducing the 

hyperlink as the "following terms and conditions" and 

underlining the URL in a manner distinctive to hyperlinks.” 
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Starkey v G Adventures, Inc. 796 F.3d 193 
(2nd.Cir. 2015) 

¬ “G Adventures' emails thus sufficiently directed Starkey's 

attention to the Booking Terms and Conditions by means of a 

hyperlink and language advising Starkey to click on the 

hyperlink.” 

¬ “We now determine whether, in addition to G Adventures' emails 

and the hyperlinks inserted therein, the Booking Terms and 

Conditions reasonably communicated the forum selection clause 

to Starkey. They did. The second paragraph of the Terms and 

Conditions document stated that the document designated the 

"forum for the resolution of any and all disputes." And "[t]he 

forum-selection clause itself state[d] in clear and unambiguous 

language — albeit in fine print — that all suits" arising from the 

Booking Terms and Conditions and the Conditions of Carriage 

would be subject to the exclusive jurisdiction of the Ontario and 

Canadian courts.” 
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Long v Provide Commerce, Inc 245 Cal. 
App. 4th 855  

¬ Enforcement of browsewrap agreements. 

¬ “Indeed, our review of the screenshots reveals how difficult it is to find the 

Terms of Use hyperlinks in the checkout flow even when one is looking for 

them… To find a Terms of Use hyperlink in the checkout flow, a consumer 

placing an order must (1) remove his attention from the fields in which he is 

asked to enter his information; (2) look below the buttons he must click to 

proceed with the order; (3) look even further below a "VeriSign Secured" logo 

and notification advising him that his "order is safe and secure," which itself 

includes a hyperlink to "Click here for more details"; (4) look still further below 

a thick dark green bar with a hyperlink for "SITE FEEDBACK"; and (5) finally 

find the "TERMS OF USE" hyperlink situated to the right of another hyperlink 

for the website's "PRIVACY POLICY," both of which appear in the same font 

and light green typeface that, to the unwary flower purchaser, could blend in 

with the website's lime green background… the checkout flow is laid out "`in 

such a manner that it tended to conceal the fact that [placing an order] was 

an express acceptance of [Provide's] rules and regulations.'" (Specht, 

supra, 306 F.3d at p. 32.)” 
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Long v Provide Commerce, Inc. 245 Cal. 
App. 4th 855  

¬ Enforcement of browsewrap agreements. 

¬ “While the lack of conspicuousness resolves the instant matter, we 

agree with the Nguyen court that, to establish the enforceability of a 

browsewrap agreement, a textual notice should be required to 

advise consumers that continued use of a website will constitute the 

consumer's agreement to be bound by the website's terms of use. 

(See Nguyen, supra, 763 F.3d at pp. 1178-1179.)…Though we 

need not resolve the issue here given the inconspicuousness of the 

Terms of Use hyperlinks on the ProFlowers.com website, in our 

view the bright line rule established by Nguyen is necessary to 

ensure that Internet consumers are on inquiry notice of a 

browsewrap agreement's terms, regardless of each consumer's 

degree of technological savvy. Online retailers would be well-

advised to include a conspicuous textual notice with their terms of 

use hyperlinks going forward.” 
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James v Global Tel*Link Corporation2016 
WL 589676 (D.N.J. Feb. 11, 2016) 

¬ Enforcement of terms using IVR system. 

¬ “Surveying the landscape of "browsewrap" cases, the Ninth 

Circuit noted that "courts have been more amenable to 

enforcing browsewrap agreements" "where the website contains 

an explicit textual notice that continued use will act as a 

manifestation of the user's intent to be bound" by the terms of 

use. Nguyen v. Barnes & Noble Inc., 763 F.3d 1171, 1177 (9th 

Cir. 2014)… Courts base enforceability on such a notice 

because "conduct of a party is not effective as a manifestation 

of his assent unless he . . . knows or has reason to know that 

the other party may infer from his conduct that he assents.“ 

Restatement (Second) of Contracts § 19 (1981).” 
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James v Global Tel*Link Corporation2016 
WL 589676 (D.N.J. Feb. 11, 2016) 

“Here, users were given notice that GTL's service was "governed 

by the terms of use." But, the IVR notification did not inform them 

that use of the service alone constituted an acceptance of these 

terms. "Unqualified acceptance" is incumbent on each party 

understanding at the moment of contract formation—from when 

they will be bound by the terms—the manner in which they are 

providing assent. Without being put on notice that their use would 

be interpreted as agreement, a reasonably prudent user of the 

IVR service had neither the knowledge nor intent necessary to 

provide "unqualified acceptance." …Consequently, without an 

understanding that they were accepting to be bound by the TOU, 

which included an agreement to arbitrate, there was no "legally 

enforceable contract" created between GTL and the Plaintiffs.” 
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James v Global Tel*Link Corporation2016 
WL 589676 (D.N.J. Feb. 11, 2016) 

“Since Plaintiffs who used GTL's IVR service did not manifest assent 

to the TOU, it is axiomatic that they did not agree to the clause 

allowing the company to modify the terms on a one-party basis and 

delineating the manner by which users would be notified of such 

amendments. Thus, even though GTL alerted IVR users as to when 

the TOU was last updated, such notification—based on a 

nonenforceable contract and without telling users that use constituted 

assent to the amended terms—was insufficient to bind users to the 

arbitration clause contained within the modified TOU. Cf. Coiro v. 

Wachovia Bank, N.A., No. 11-CV-3587, 2012 WL 628514, at *3 

(D.N.J. Feb. 27, 2012) (finding that plaintiff was bound by arbitration 

clause in modified agreement where the initial agreement stated that 

defendants could modify the terms of the agreement so long as 

plaintiff had thirty day notice within which to close her account if she 

disagreed)”.  
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Mohamed v Uber Technologies, Inc 109 
F.Supp.3d 1185 (N.D. Cal.2015) 

15516036 

“The Tompkins court next considered the situation, presented here, 

where the actual contract terms were not necessarily presented to 

the user at the time of formation, but a hyperlink to those terms was 

conspicuously presented nearby, and the user had to click a button 

indicating that they agreed to be bound by those hyperlinked terms. 

The court concluded that such situations "resemble clickwrap 

agreements, where an offeree receives an opportunity to review 

terms and conditions and must affirmatively indicate assent. The fact 

that the [contract was] hyperlinked and not presented on the same 

screen does not mean that customers lacked adequate notice" of the 

contract terms. Specifically, the court concluded that users had 

adequate notice of the contract terms "because courts have long 

upheld contracts where `the consumer is prompted to examine terms 

of sale that are located somewhere else.'" (quoting Fteja v. 

Facebook,841 F.Supp.2d 829, 839 (S.D.N.Y. 2012)”. 
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Mohamed v Uber Technologies, Inc 109 
F.Supp.3d 1185 (N.D. Cal.2015) 
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“Here, it is beyond dispute that Mohamed and Gillette had the 

opportunity to review the relevant terms of the hyperlinked 

agreements, and the existence of the relevant contracts was made 

conspicuous in the first application screen which the drivers were 

required to click through in order to continue using the Uber 

application (i.e., driving for Uber). Uber has similarly presented 

uncontroverted evidence that Mohamed and Gillette clicked "Yes, I 

Agree."  Thus, Plaintiffs cannot successfully argue that a binding 

contract was not formed here. See Tompkins, 2014 WL 2903752, at 

*7-9. Whether or not the drivers actually clicked the links or 

otherwise read the terms of the contracts is irrelevant: Under 

California law "[a] party cannot avoid the terms of a contract on the 

ground that he or she failed to read it before signing.“” 
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¬ “Plaintiffs' remaining arguments regarding contract formation are 

equally without merit. First, Mohamed appears to argue that he could 

not legally assent to the contract because he does not sufficiently 

understand English. Mohamed cites no case law in support of this 

contention, however, and what case law the Court has found does not 

support it. As the Seventh Circuit has held: 

¬ [I]t is a fundamental principle of contract law that a person who 

signs a contract is presumed to know its terms and consents to be 

bound by them.... [T]he fact that the rules were in German [does 

not] preclude enforcement of the contract. In fact, a blind or 

illiterate party (or simply one unfamiliar with the contract language) 

who signs the contract without learning of its contents would be 

bound. Mere ignorance will not relieve a party of her obligations.... 

[A] party who agrees to terms in writing without understanding or 

investigating those terms does so at his own peril.” 
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In Re Facebook Biometric Information Privacy 

Litigation 2016 WL 2593853 (N.D.Cal.May 5, 2016) 

¬ Was Facebook’s Terms of Use Enforceable? 

¬ The two “wraps” also differ in the way the offeree manifests assent. 

For clickwrap agreements, users are “required to click on an ‘I 

agree’ box”; they must expressly manifest assent to the terms and 

conditions. For browsewrap agreements, the user “gives his assent 

simply by using the website.” 
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In Re Facebook Biometric Information Privacy 

Litigation 2016 WL 2593853 (N.D.Cal.May 5, 2016) 

“Applying the Nguyen framework here, the evidence shows that the 

user agreements the plaintiffs encountered generally fell toward the 

browsewrap end of the spectrum. In each case, the terms of use were 

available via a hyperlink to a different page and not presented 

immediately to plaintiffs for review. But a typical clickwrap feature was 

also in place for two of the plaintiffs. Pezen and Patel had to click a box 

separately affirming that they had read and agreed to the Terms of 

Use. For Pezen, the words next to the box were, “I have read and 

understood the Terms of Use, and I agree to them.” For Patel, they 

were, “I have read and agree to the Terms of Use and Privacy Policy.” 

In each case, these boxes were separate from, and in addition to, the 

“Register Now!” or “Sign Up” button that needed to be pressed to 

complete the entire process.” 
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In Re Facebook Biometric Information Privacy 

Litigation 2016 WL 2593853 (N.D.Cal.May 5, 2016) 

¬ Was Facebook’s Terms of Use enforceable?  

¬ “The procedure Licata encountered raises concerns about contract formation. 

The use of a single “Sign Up” click to activate an account and accept the 

terms of service presents a serious question of whether Facebook provided 

reasonable notice of its agreement terms and whether the user truly 

manifested assent to them. If this Court were deciding those questions on a 

clean slate, it might find that users in Licata's situation did not form a contract 

with Facebook. But our Circuit has indicated a tolerance for the single-click 

“Sign Up” and assent practice. In Nguyen, the Circuit cited with approval a 

decision from the Southern District of New York finding that this approach by 

Facebook was enough to create an enforceable agreement. Nguyen, 763 

F.3d at 1176–77 (citing Fteja, 841 F.Supp.2d at 838–40). What appears to 

save the approach is that a user like Licata had to take some action—a click 

of a dual-purpose box—from which assent might be inferred. A contract was 

not foisted upon him simply by passively viewing a website. Nguyen advises 

that this difference is enough to form a contract.” 
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In Re Facebook Biometric Information Privacy 

Litigation 2016 WL 2593853 (N.D.Cal.May 5, 2016) 

¬ Unilateral amendments of Terms of Use. 

¬ “The Court also finds that Facebook has shown by a preponderance of the 

evidence that all three plaintiffs agreed to the current user agreement. They 

were provided notice that the terms of the user agreement were changing 

through an email from Facebook sent directly to the email addresses each 

plaintiff had on file with Facebook. Each plaintiff—none of whom disputes 

remaining an active Facebook user to this day, also have received a “jewel 

notification” on his individual Facebook newsfeed. This individualized notice in 

combination with a user's continued use is enough for notice and 

assent. Cf. Rodman v. Safeway Inc., Case No. 11–cv–03003–JST, 2015 WL 

604985, at *10–11 (N.D.Cal. Feb. 12, 2015) (“[E]ven in light of their agreement 

to the Special Terms at the time of registration, customers' assent to the 

revised Terms cannot be inferred from their continued use of Safeway.com 

when they were never given notice that the Special Terms had been altered”; 

noting that Safeway could have, but did not, “send all existing Safeway.com 

customers an email in order to ensure that every consumer is aware of a 

change in the Special Terms prior to making a purchase”).” 
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“Translated to the Internet, we might ask whether the web pages 

presented to the consumer adequately communicate all the terms 

and conditions of the agreement, and whether the circumstances 

support the assumption that the purchaser receives reasonable 

notice of those terms. This is a fact-intensive inquiry: we cannot 

presume that a person who clicks on a box that appears on a 

computer screen has notice of all contents not only of that page but 

of other content that requires further action (scrolling, following a 

link, etc.) Indeed, a person using the Internet may not realize that 

she is agreeing to a contract at all, whereas a reasonable person 

signing a physical contract will rarely be unaware of that fact. We 

need, therefore, to look more closely at both the law and the facts 

to see if a reasonable person in Sgouros’s shoes would have 

realized that he was assenting to the Service Agreement when he 

clicked “I Accept & Continue to Step 3.” 
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¬ “But what cinches the case for Sgouros is the fact that TransUnion’s 

site actively misleads the customer. The block of bold text below the 

scroll box told the user that clicking on the box constituted his 

authorization for TransUnion to obtain his personal information. It says 

nothing about contractual terms. No reasonable person would think 

that hidden within that disclosure was also the message that the same 

click constitutes acceptance of the Service Agreement.” 

¬ “One of Illinois’s sister courts came to the sensible conclusion that 

where a website specifically states that clicking means one thing, that 

click does not bind users to something else.” 

¬ “TransUnion undid whatever notice it might have been furnishing in its 

bold text block by explicitly stating that a click on the button constituted 

assent for TransUnion to obtain access to the purchaser’s personal 

information. That text distracted the purchaser from the Service 

Agreement by informing him that clicking served a particular purpose 

unrelated to the Agreement.”  
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Mohamed v Uber Technologies, Inc 109 
F.Supp.3d 1185 (N.D. Cal.2015) 

15516036 

¬ Proving and authenticating online agreements. 

¬ “Plaintiffs initially contend that Uber failed to prove assent by a 

preponderance of the evidence where it failed to produce signed 

versions of any contracts, or other "hard evidence" that the Plaintiffs 

received copies of the contracts and agreed to be bound. This 

contention is factually incorrect. Uber presented evidence from its 

business records, including electronic receipts, that indicate that both 

Gillette and Mohamed clicked the "Yes, I agree" buttons on the Uber 

application, as depicted in the pictures above. Moreover, it is undisputed 

that Uber requires drivers to indicate acceptance of the relevant 

agreements before a driver can continue to use the Uber application, 

and it is similarly undisputed that both Gillette and Mohamed did, in fact, 

drive for Uber. Thus, Uber has submitted sufficiently probative evidence 

that Gillette and Mohamed took some affirmative step to indicate an 

assent to be bound (i.e., they clicked "Yes, I agree" on two separate 

application screens.  
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Dillon v. BMO HARRIS BANK (M.D. North 
Car. Mar 23, 2016) 
 

¬ Proving and authenticating online agreements? 

¬ “Mr. Muir's declaration is silent as to how USFastCash created, 

acquired, maintained, and preserved, if at all, the electronically 

created and electronically stored document, making his testimony 

insufficient to establish that the proffered document is what it 

purports to be. Mr. Dillon's lack of knowledge about the terms of 

the loan agreement proves nothing about whether USFastCash 

included the arbitration provision in the terms and conditions it 

presented to him when he applied for a loan online. The 

document itself does not contain Mr. Dillon's physical signature 

nor any specific indication that Mr. Dillon agreed to the arbitration 

provision. This evidence fails to authenticate the purported 

agreement, and the evidence is not sufficiently credible to satisfy 

the Court that USFastCash presented this arbitration provision to 

Mr. Dillon during the online loan application process.” 

15516036 37 

https://scholar.google.ca/scholar_case?q=dillon+bmo+harris+ach+netowrk&hl=en&as_sdt=2006&case=2366349748301306874&scilh=0


McCarthy Tétrault LLP / mccarthy.ca 

 

Holdbrook Pediatric Dental, LLC v Pro Computer 

service, LLC 2015 WL 4476017 (D.N.J. Jul. 21, 2015) 

¬ Service provider remotely accessing customer computers and changing passwords and 

locking out customer who complained about service. Did mandatory arbitration clause in 

Managed Support Plan apply? 

¬ “In this case…the hyperlink is placed in the Managed Support Plan in isolation…there is 

no statement that signing the agreement indicated acceptance of the "Terms and 

Conditions," nor is there an instruction to sign the contract only if Holdbrook agreed to 

the additional terms. The Court finds that the existence of the hyperlink in the document, 

without any statement to draw attention to the link, is insufficient to demonstrate that 

Holdbrook had "reasonable notice" that the "Terms and Conditions" were part of the 

contract. 

¬ Further complicating matters is the fact that although the Managed Support Plan was 

sent in electronic form, it could not be accepted in electronic form. Thus, unlike the 

"clickwrap" cases where an obvious hyperlink appears next to the icon for accepting the 

contract, here it may not have been apparent that there was a hyperlink to additional 

terms. In this regard, the contract had to be printed to be accepted, and there was thus 

no need for a Holdbrook representative to review the document electronically before 

accepting the agreement. Moreover, when the agreement was printed, as PCS 

acknowledges, the paper version contained only coding for the hyperlink, and it is not 

clear from the printed agreement that there was a hyperlink to additional terms and 

conditions.” 
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Jim Schumacher, LLC v Spireon, Inc. 2015 
WL 3949349 (E.D.Tenn.2015) 

¬ Were amended terms posted on portal binding on reseller who 

claimed no one in authority accepted the terms? 

¬ “Defendants also argue that someone with apparent authority for 

plaintiff accepted the 2009 and 2010 Agreements because 

plaintiff's account was accessed via the plaintiff's username and 

password. Plaintiff contends that nothing was done to give 

defendants the impression that anyone other than Mr. Schumacher 

had the authority to execute an agreement on plaintiff's behalf so 

there was no third party with apparent authority… 

¬ Apparent agency exists when (1) the principal actually or 

negligently acquiesces in another party's exercise of authority; (2) 

the third person had knowledge of the facts and a good faith belief 

that the apparent agent possessed such authority; and (3) the third 

person relied on this apparent authority to his or her detriment.” 
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Jim Schumacher, LLC v Spireon, Inc 2015 
WL 3949349 (E.D.Tenn.2015) 

¬ “Considering the facts in the light most favorable to the plaintiff, 

neither Mr. Schumacher nor Mr. Wells "accepted" either the 2009 

or the 2010 Agreement via the portal website and they were the 

only persons with the authority to access the portal on plaintiff's 

behalf. There is also no evidence that plaintiff had clothed anyone 

other than Mr. Schumacher or Mr. Wells with the appearance of 

authority to accept such agreements. Thus, it is unclear who 

accessed plaintiff's account on the portal and "accepted" the 

Agreements. It is also unclear whether this unknown person had 

actual or apparent authority to act on plaintiff's behalf. Therefore, 

the Court cannot conclude as a matter of law which of the 

Agreements was the operative contract between the parties, nor 

can the Court determine whether a breach of one of those 

Agreements has occurred.” 

¬ Practice tips. 
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Darnaa, LLC v Google, Inc 2015 WL 7753406 
(N.D.Cal. Dec 2., 2015) 

¬ “Defendants argue that plaintiff's claim for breach of implied 

covenant of good faith and fair dealing fails because the Terms of 

Service authorize YouTube "at any time, without prior notice and in 

its sole discretion”…to "discontinue any aspect of the Service at any 

time."  

¬ “It is not clear that YouTube reserved the right to suspend any 

aspect of its service to a particular user for any reason whatsoever 

thus eliminating from the Terms of Service any implied promise of 

the good faith and fair dealing normally contained in every contract. 

Section 4.J can reasonably be read as only reserving YouTube's 

right to cease to offer a service to users as a whole. This reading of 

4J would maintain the implied promise that YouTube would not do 

anything to unfairly interfere with the right of any other party to 

receive the benefits of the Terms of Service.” 
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St John’s Holdings, LLC v Two Electronics, LLC 

2016 WL 1460477 (Mass.Land.Ct. Apr. 14, 2016) 

¬ Does a text message signed “Tim” satisfy the Statute of Frauds? 

¬ “The typed name at the end of an email is indicative of a party's intent to 

authenticate because the sender of an email types and sends the 

message on his own accord and types his own name as he so 

chooses. Moreover, courts have relied on the Uniform Electronic 

Transactions Act, G.L. c. 110G, which applies “to transactions between 

parties each of which has agreed to conduct transactions by electronic 

means.”… Whether parties have agreed “is determined from the context 

and surrounding circumstances, including the parties' conduct.”…When 

parties use email to conduct the negotiations it “arguably constitutes an 

agreement to conduct transactions by electronic means.” 

¬ See, s.3(2) Electronic Commerce Act. “Consent for the purpose of 

subsection (1) may be inferred from a person’s conduct if there are 

reasonable grounds to believe that the consent is genuine and is 

relevant to the information or document.”  
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St John’s Holdings, LLC v Two Electronics, LLC 

2016 WL 1460477 (Mass.Land.Ct. Apr. 14, 2016) 

“These communications are evidence that each of the parties 

opted into electronic means to conduct their transaction. Typing 

their names at the end of certain messages containing material 

terms, but declining to do so for more informal discussions, is 

indicative that the parties chose to be bound by those signed 

communications. In the context of these exchanges between the 

parties, the court infers that the text message sent by Barry was 

intended to be authenticated by his deliberate choice to type his 

name at the conclusion of his text message. Unlike subsequent 

text messages of a more informal nature, where Barry did not 

choose to use a signature, the use of his signature at the end of 

the February 2nd text message is evidence of his intent to have 

the writing be legally binding.” 
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In Re Facebook Biometric Information Privacy 

Litigation 2016 WL 2593853 (N.D.Cal.May 5, 2016) 

¬ Was Facebook’s choice of law (California) clause 

enforceable if to do so would have precluded claims 

that the “Tag Suggestions” program violated the 

Illinois Biometric Privacy Act? 

¬  “The final issues for analysis are “whether the chosen 

state's law is contrary to a fundamental policy” of the 

alternative state's law, and if so, whether that state 

“has a ‘materially greater interest than the chosen 

state in the determination of the particular issue’ ” 

presented in the case.” 
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In Re Facebook Biometric Information Privacy 

Litigation 2016 WL 2593853 (N.D.Cal.May 5, 2016) 

¬  ”The answer here could not be clearer. Illinois will suffer a complete 

negation of its biometric privacy protections for its citizens if California law is 

applied. In contrast, California law and policy will suffer little, if anything at 

all, if BIPA is applied. Facebook makes the implausible argument that 

California has the superior interest of needing to provide “certainty and 

predictability to technology companies like Facebook” by “enforcing choice-

of-law provisions.” This makes little sense. If the chosen state's interest in 

enforcing a choice-of-law provision alone were enough to trump the interest 

of the non-chosen state, Section 187 would largely be a nullity. And while 

California “certainly has a significant general interest in enforcing contracts 

executed...by its citizens,” Illinois has “a substantial, case-specific interest in 

protecting its resident[s]...from losing statutory protections.”… 

¬ Consequently, the Court declines to enforce the California choice-of-law 

provision and will apply Illinois law.” 
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Douez v. Facebook, Inc., leave to appeal 
granted to Supreme Court  

Court Summary: 

¬ “The applicant commenced an action and sought certification as a class action against 

the respondent. She alleged it used her name and portrait in an advertisement product 

known as “Sponsored Stories” without her consent, contrary to the statutory tort 

created by subsection 3(2) of the Privacy Act, R.S.B.C. 1996, c. 373. When a 

Facebook member “likes” a post on Facebook that relates to an entity that has 

purchased an advertising service, the respondent sometimes features the name and/or 

likeness of that member, together with the advertising logo and other product or 

service information of that entity, in a Sponsored Story sent to the member’s Facebook 

contacts. The member is not notified about the Sponsored Story. The respondent 

argued that it had obtained either the express or implied consent of its users through 

its terms of use, other disclosure on its website, and through a user’s actions such as 

their privacy settings. It also submitted the court should decline jurisdiction on the basis 

that California was the designated choice of jurisdiction and applicable law in the terms 

of use. 

¬ The Supreme Court of British Columbia dismissed the respondent’s application to have 

court decline jurisdiction and certified the applicant’s action as a class action. The 

Court of Appeal for British Columbia allowed the appeal, holding that the respondent’s 

forum selection clause should be enforced and granting a stay of proceedings.” 
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Douez v. Facebook, Inc., leave to appeal 
granted to Supreme Court  

“Private International Law – Choice of Forum – Contracts – Courts – 

Jurisdiction – Privacy – Statutory torts – Effect of a forum selection 

clause in the online terms of use of a social media networking website – 

To what extent does Z.I. Pompey Industrie v. ECU-Line N.V., [2003] 1 

S.C.R. 450, 2003 SCC 27, apply to forum selection clauses in online 

contracts of adhesion attempting to avoid the exclusive grant of 

jurisdiction to domestic courts in quasi-constitutional public protection 

statutes – To what extent do protective statutes enacted in the public 

interest constitute “strong cause” to avoid forum selection clauses – Is a 

forum selection clause considered as part of the statutory forum non 

conveniens analysis within the Court Jurisdiction and Proceedings 

Transfer Act, S.B.C. 2003, c. 28 (“CJPTA”) framework or must a plaintiff 

first demonstrate a “strong case” not to enforce the forum selection 

clause before receiving the benefits of the CJPTA.. 
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Schrems v. Data Protection Commissioner [2015] 
EUECJ C 362/14 (06 October 2015) 

¬ 1.      Article 25(6) of Directive 95/46/EC of the European Parliament and of the 

Council of 24 October 1995 on the protection of individuals with regard to the 

processing of personal data and on the free movement of such data as amended by 

Regulation (EC) No 1882/2003 of the European Parliament and of the Council of 

29 September 2003, read in the light of Articles 7, 8 and 47 of the Charter of 

Fundamental Rights of the European Union, must be interpreted as meaning that a 

decision adopted pursuant to that provision, such as Commission Decision 

2000/520/EC of 26 July 2000 pursuant to Directive 95/46 on the adequacy of the 

protection provided by the safe harbour privacy principles and related frequently asked 

questions issued by the US Department of Commerce, by which the European 

Commission finds that a third country ensures an adequate level of protection, does 

not prevent a supervisory authority of a Member State, within the meaning of Article 28 

of that directive as amended, from examining the claim of a person concerning the 

protection of his rights and freedoms in regard to the processing of personal data 

relating to him which has been transferred from a Member State to that third country 

when that person contends that the law and practices in force in the third country do 

not ensure an adequate level of protection. 

¬ 2.      Decision 2000/520 is invalid. 
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In the Matter of A Policy Grievance Concerning the Contracting 

Out of Email and Calendar Services and Violation of the Personal 

Information International Disclosure Protection Act 

¬ Was a decision to use Microsoft Cloud services for email and calendar 

functions legal under PIIDPA? 

¬ 5(1) A public body shall ensure that personal information in its 

custody or under its control and a service provider or associate of a 

service provider shall ensure that personal information in its custody 

or under its control is stored only in Canada and accessed only in 

Canada, unless… 

¬ (c) the head of the public body has allowed storage or access 

outside Canada pursuant to subsection (2). 

¬ (2) The head of a public body may allow storage or access 

outside Canada of personal information in its custody or under its 

control, subject to any restrictions or conditions the head considers 

advisable, if the head considers the storage or access is to meet the 

necessary requirements of the public body's operation. 

15516036 50 

https://allaboutinformation.ca/2015/09/05/arbitrator-says-outsourcing-e-mail-system-to-the-cloud-lawful/
https://allaboutinformation.ca/2015/09/05/arbitrator-says-outsourcing-e-mail-system-to-the-cloud-lawful/
https://allaboutinformation.ca/2015/09/05/arbitrator-says-outsourcing-e-mail-system-to-the-cloud-lawful/
https://allaboutinformation.ca/2015/09/05/arbitrator-says-outsourcing-e-mail-system-to-the-cloud-lawful/


McCarthy Tétrault LLP / mccarthy.ca 

 

In the Matter of A Policy Grievance Concerning the Contracting 

Out of Email and Calendar Services and Violation of the Personal 

Information International Disclosure Protection Act 

“Professor Banks was asked whether a Canadian sending an email 

has better legal protection from the National Security Agency 

(“NSA”) if the email is stored in Canada rather than in the United 

States.  His answer was that he did not think it matters because, “if 

NSA wants it, they’ll get it”, adding that NSA has several means of 

accessing the emails of Canadians which are stored in Canada.  For 

example, he said an email from a Canadian to a person in the U.S. 

would also be stored in the U.S. and could be accessed under 

PRISM.  An email from a Canadian would also be subject to 

upstream capture by U.S. surveillance if it travelled through the 

United States.  Canadian emails could also be hacked by U.S. 

authorities and, as well, the Canadian Security and Intelligence 

Service (CSIS) and the Canadian Security Establishment of Canada 

(CSEC) could provide direct access to U.S. authorities.” 
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In the Matter of A Policy Grievance Concerning the Contracting 

Out of Email and Calendar Services and Violation of the Personal 

Information International Disclosure Protection Act 

¬ “The memorandum goes on to state that intelligence sharing among 

allied states has accelerated since 9/11 and identifies the following 

international and domestic instruments which facilitate this activity: 

¬ UN Resolutions and Conventions including Resolution 1373 and the 

Europe Convention on Cybercrime (the “Budapest Convention”) 

¬ Bilateral mutual legal assistance treaties of which Canada is 

currently signatory to 40, including one with the U.S.; 

¬ Section 17(1)(b) of the CSIS Act; 

¬ Proceeds of Crime (Money Laundering) and Terrorist Financing Act; 

¬ UKUSA Agreement signed by the United States, Canada, Great 

Britain, Australia and New Zealand (also known as “Five Eyes”) or 

ECHELON interception system). 

¬ The memorandum indicates that all of the above instruments authorize 

the sharing of potential information with United States and other foreign 

government authorities.” 
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In the Matter of A Policy Grievance Concerning the Contracting 

Out of Email and Calendar Services and Violation of the Personal 

Information International Disclosure Protection Act 

¬ “In light of the foregoing, the memorandum concludes that the many methods by which 

the personal information of Canadians may be collected and shared means that it does 

not matter where the electronic data is stored because such data can be lawfully 

accessed and shared with U.S. and other foreign governments even when it is stored 

in Canada.  Dalhousie submits, therefore, that I should come to the same conclusion 

as board member Carrier in Lakehead University v. L.U.F.A. (2009), 184 L.A.C. (4th) 

338, that, “One should consider e-mail communications as confidential as are 

postcards.” 

¬ “Although there is a perception that email does and should provide a high level of 

confidentiality, it is fundamentally a communication between two or more parties 

and by definition cannot be considered confidential since the sender has no 

control over the use of the data by or actions of the recipient(s).  Regardless of 

whether an email system is cloud or on-premise based, messages are 

discoverable in legal proceedings, system administrators can access email items 

while performing maintenance duties, data is transmitted over public-facing 

networks, and messages are received on any number of user-owned devices with 

unknown levels of security controls.  The reality is that email is not and should not 

be considered a confidential form of communication.”   
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In the Matter of A Policy Grievance Concerning the Contracting 

Out of Email and Calendar Services and Violation of the Personal 

Information International Disclosure Protection Act 

“It is apparent from the above excerpt that, contrary to the Union’s 

submission, cost was not the only important factor in Dalhousie’s 

decision to contract with Microsoft.  Robustness, functionality and 

enhanced security were also significant factors.  So too was the fact 

that email is not a confidential form of communication and that other 

systems were being retained or put in place to be used for the 

communication of confidential or otherwise sensitive information.  

Consequently, while I accept that cost played a role in Dr. Traves’ 

decision, it was by no means the only factor.  In any event, I am 

satisfied that cost is a legitimate consideration when assessing the 

reasonableness of Dr. Traves’ decision.  A present value savings of 

approximately $2 million over five years represents a significant 

benefit even for a large university and is entitled to be given some 

weight in the decision-making process.” 
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Condon v. Canada, 2015 FCA 159 
 
¬ Federal Court (2014 FC 250) certified class action relating to loss of hard drive 

containing student loan information about 583,000 individuals. 

¬ Certified on claims for breach of contract and warranty, as well as on tort of 

intrusion upon seclusion. 

¬ unlawful disclosure of information lawfully collected may be enough 

¬ failure to protect the Personal Information by leaving the hard drive in an 

unlocked filing cabinet could be an intrusion that a reasonable person 

would regard as highly offensive causing distress, humiliation or anguish 

¬ “Frustration and anxiety could be forms of distress.” 

¬ FCA 

¬ “the Appellants have claimed special damages for “costs incurred in 

preventing identity theft” and “out-of-pocket expenses” and, as noted 

above, it is to be assumed that these costs have been incurred. As a 

result there was no basis to not include the claims for negligence and 

breach of confidence as part of the class proceeding”. 
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Lewert v P.F. Chang’s China Bistro, Inc. 
(7th Cir. Apr. 14, 2016) 

¬ “In the present case, several of Lewert and Kosner’s alleged injuries fit 

within the categories we delineated in Remijas. They describe the same 

kind of future injuries as the Remijas plaintiffs did: the increased risk of 

fraudulent charges and identity theft they face because their data has 

already been stolen. These alleged injuries are concrete enough to 

support a lawsuit.”  

¬ “The plaintiffs plausibly allege that their data was stolen. In its June 

statement, P.F. Chang’s addressed customers who had dined at all of its 

stores in the United States and admitted that it did not know how many 

stores were affected. It is easy to infer that it considered the risk to all 

stores significant enough to implement a universal, though temporary, 

switch to manual card-processing. P.F. Chang’s later analysis (based on 

internal information not before the district court at this stage) led it to 

conclude that only 33 stores were affected. This creates a factual dispute 

about the scope of the breach, but it does not destroy standing.” 
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Federal Trade Commission v Wyndham Worldwide 
Corporation 799 F.3d 236 (3rd. Cir. 2015) 

¬ Can FTC take enforcement actions against companies that have suffered 

cybersecurity breaches for “unfair or deceptive acts or practices affecting 

commerce? 

¬ Company Privacy Policy: 

¬ “We safeguard our Customers' personally identifiable information by 

using industry standard practices. Although “guaranteed security” 

does not exist either on or off the Internet, we make commercially 

reasonable efforts to make our collection of such [i]nformation 

consistent with all applicable laws and regulations. Currently, our Web 

sites utilize a variety of different security measures designed to 

protect personally identifiable information… This protects confidential 

information—such as credit card numbers, online forms, and financial 

data—from loss, misuse, interception and hacking. We take 

commercially reasonable efforts to create and maintain “fire walls” and 

other appropriate safeguards....” 
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Federal Trade Commission v Wyndham Worldwide 
Corporation 799 F.3d 236 (3rd.Cir.2015) 

“Next, citing one dictionary, Wyndham argues that a practice is 

only "unfair" if it is "not equitable" or is "marked by injustice, 

partiality, or deception." Wyndham Br. at 18-19 (citing Webster's 

Ninth New Collegiate Dictionary (1988)). Whether these are 

requirements of an unfairness claim makes little difference here. 

A company does not act equitably when it publishes a privacy 

policy to attract customers who are concerned about data 

privacy, fails to make good on that promise by investing 

inadequate resources in cybersecurity, exposes its unsuspecting 

customers to substantial financial injury, and retains the profits 

of their business.” 
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Zuckerman c. Target Corporation, 2015 
QCCA 1809  

¬ Decision relates to a proposed class action in Quebec arising from a US 

data breach. 

¬ The Court of Appeal overturned a decision below dismissing the 

certification motion for lack of jurisdiction. 

¬ Inconvenience, loss of time, and expense in dealing with a data breach 

was a sufficient allegation of damage in Quebec to establish jurisdiction. 

¬ The judge committed an error of law in considering issues of 

remoteness and indirectness.  

¬ “…however appropriate this analysis might have been at an 

authorization hearing, it was not correct on the declinatory where the 

parties proceeded on the basis of the allegations of Appellant’s 

written pleading to seek a determination as to whether there was 

jurisdiction on application of article 3148 C.C.Q.” 

¬ Proportionality was not a criterion for a jurisdiction analysis. 
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PIPEDA Amendments in S-4 

¬ New Data breach rules 

¬ (f) require organizations to notify certain individuals and 

organizations of certain breaches of security safeguards 

that create a real risk of significant harm and to report them 

to the Privacy Commissioner; 

¬ (g) require organizations to keep and maintain a record of 

every breach of security safeguards involving personal 

information under their control; 

¬ (h) create offences in relation to the contravention of 

certain obligations respecting breaches of security 

safeguards; 

¬ See, For Discussion — Data Breach Notification and 

Reporting Regulations, Innovation, Science and Economic 

Development, Canada, March 2016 
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John Stevens v Glennis Walsh, 2016 
ONSC 2418 

¬ “The policy of Air Canada, that must be followed by all employees, 

emphasises the privacy rights of the employees. This policy 

specifically prohibits any employee from disseminating personal 

information of another employee to third parties without express 

permission of the other employee. The sharing of personal 

information between employees is clearly restricted for work related 

purposes only. Permission to review and obtain this information is not 

given unless it is for work related purposes. If the information is 

reviewed and used for any other purpose, this results in conduct that 

constitutes an intentional invasion of the private affairs or concerns. 

In addition, I find that a reasonable person would regard this type of 

invasion of privacy as highly offensive and causing distress, 

humiliation and anguish to the person.” 

¬ “I find that the accessing of the information by the Appellant for non-

work related purposes did amount to an intrusion. The dissemination 

of the information is corroborative of the improper access.” 
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Chandra v CBC, 2015 ONSC 5303  

¬  ”As the Court of Appeal noted in Jones v. Tsige (at para. 

15), aspects of privacy have long been protected by 

causes of action such as breach of confidence, 

defamation, breach of copyright, nuisance and various 

property rights. 

¬ The CBC defendants did not, and could not, credibly, 

argue that the effect of PIPEDA is to insulate them from a 

claim in defamation based upon the use or disclosure of 

personal information, whether for journalistic, artistic or 

literary purposes, or otherwise. 

¬ I see no reason in logic or in principle that would justify 

the type of exemption the CBC defendants argue for.” 
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Chandra v CBC, 2015 ONSC 5303  

¬ “The plaintiff argues that it is nevertheless open to this court to further evolve 

the common law in Ontario to recognise as actionable the public disclosure of 

embarrassing private facts about the plaintiff and publicity which places the 

plaintiff in a false light in the public eye. 

¬ There may well come a time when this court is presented with a case, the 

circumstances of which make it appropriate to consider further expansion of 

the law on invasion of privacy to incorporate more of the torts catalogued by 

Professor Prosser. This is not, however, such a case.” 

¬ “While the plaintiff’s claim as pleaded tracks the language of the second and 

third torts catalogued by Professor Prosser, the alleged dissemination or 

publication of private information already lies at the heart of the tort of 

defamation. On a number of recent occasions, the Supreme Court of Canada 

has considered, in the context of Charter values, the balancing of free 

expression on the one hand and the protection of reputation on the other:.. 

The CBC defendants submit, and I agree, that to expand the tort of invasion of 

privacy to include circumstances of public disclosure of embarrassing private 

facts about a plaintiff, would risk undermining the law of defamation as it has 

evolved and been pronounced by the Supreme Court. To do so would also be 

inconsistent with the common law’s incremental approach to change.” 
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John Doe v. Canada, 2015 FC 916 

¬ Certification of class action for public disclosure of persons in Marijuana 

Medical Access Program. 

¬ “This tort is truly novel in Canada but it appears to be an extension of the 

tort of intrusion upon seclusion. It is described in the Restatement 

(Second) of Torts as: 

¬ One who gives publicity to a matter concerning the private life of 

another is subject to liability to the other for invasion of his privacy, if 

the matter publicized is of a kind that 

¬ a)   would be highly offensive to a reasonable person and 

¬ b)   is not of legitimate concern to the public… 

¬ Like intrusion upon seclusion, it is a concept that should not be readily 

dismissed at an early stage of litigation. Inferences may have to be drawn 

or courts may decline to draw inferences (in the future) however that does 

not justify striking the claim on this matter… 

¬  The situation with this tort is reminiscent of the motion in Foss v 

Harbottle, where negligence was attempted to be struck out.” 
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Ari v. Insurance Corporation of British 
Columbia, 2015 BCCA 468 

¬ Certification of class action based on access to 65 ICBC 

customers.  

¬ “It is common ground that in British Columbia there is no common 

law cause of action for breach of privacy: Mohl v. University of 

British Columbia,2009 BCCA 249 (CanLII) at para. 13; Hung v. 

Gardiner, 2002 BCSC 1234 (CanLII), aff’d 2003 BCCA 257 

(CanLII). The appellant’s claim for vicarious liability therefore 

depends entirely on the statutory cause of action. As noted, the 

breach of privacy claim is the only claim that the chambers judge 

did not strike.” 

¬ “I am of the view that the question of vicarious liability [for breach 

of the BC Privacy Act] on the facts of this case cannot be 

resolved on a pleadings motion. It is not plain and obvious the 

claim would fail.”  
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Representative Claimants v MGN Ltd [2015] 
EWCA Civ 1291 (17 December 2015)  

¬ “In my judgment, the judge was correct to conclude that the power 

of the court to grant general damages was not limited to distress 

and could be exercised to compensate the respondents also for the 

misuse of their private information. The essential principle is that, by 

misusing their private information, MGN deprived the respondents of 

their right to control the use of private information.” 

¬ “Damages in consequence of a breach of a person's private rights 

are not the same as vindicatory damages to vindicate some 

constitutional right. In the present context, the damages are an 

award to compensate for the loss or diminution of a right to control 

formerly private information and for the distress that the 

respondents could justifiably have felt because their private 

information had been exploited, and are assessed by reference to 

that loss.” 

¬ Compare Jones v Tsige. 
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Weller & Ors v Associated Newspapers Ltd 
[2015] EWCA Civ 1176 (20 November 2015)  

¬ Whether taking and publishing photos of children on a 

family outing with their famous musician father (Paul 

Weller) violated a right to privacy.  

¬ “The starting point is the place where the activity 

happened and the nature of the activity. As the judge 

said, this was a private family outing. It could have been 

a family visit to a local park or to a public swimming 

pool. It happened to be an outing to the shops and to a 

café which was visible from the street. The essential 

point is that it was a family activity which belongs to that 

part of life which is protected by the broader right of 

personal autonomy”. 
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Weller & Ors v Associated Newspapers Ltd 
[2015] EWCA Civ 1176 (20 November 2015)  

“But the critical factor which militates in favour of the claimants having a 

reasonable expectation of privacy in relation to the Photographs is that 

they are children and that they were identified by their surname. The 

twins were less than one year old at the time of publication. They did 

not "knowingly or accidentally lay [themselves] open to the possibility of 

having [their] photograph taken in the context of an activity that was 

likely to be recorded or reported in a public manner". Nor did their 

parents court publicity for them...The fact that a child's parent or 

parents are celebrities or public figures may not, without more, be relied 

on to argue that the child should have a lower reasonable expectation 

of privacy. The child's reasonable expectation of privacy cannot be 

different from that of a child whose parents are not in the public arena, 

unless the parents have courted publicity for the child. Indeed, the fact 

that a child's parents are in the public eye means that the child is 

potentially exposed to a special vulnerability: it could put their safety 

and security at risk.” 
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PJS v News Group Newspapers Ltd 
[2016] EWCA Civ 393 (18 April 2016)  

¬ Should a privacy injunction be lifted when the information is widely available 

on the Internet and social media? 

¬ “It is clear that the law extends greater protection to privacy rights than rights 

in relation to confidential material.” 

¬ “In my view, the correct analysis is that a claim for misuse of private 

information can and often will survive when information is in the public 

domain. It depends upon how widely known the relevant facts are. In many 

situations the claim for misuse of private information survives, but is 

diminished because that which the defendant publishes is already known to 

many readers. The publication is an invasion of privacy and hurtful for the 

claimant, but is not as egregious as it would otherwise be. That does not 

deprive the claimant of his claim for damages, but it weakens his claim for 

an injunction. This is for two reasons. First, the article 8 claim carries less 

weight, when the court carries out the balancing exercise of article 8 rights 

as against article 10 rights. Secondly, injunctions are a discretionary 

remedy. The fact that material is generally known is relevant to the exercise 

of the court's discretion.” 
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PJS v News Group Newspapers Ltd. [2016] 
UKSC 26 (19 May 2016)  

¬ Should a privacy injunction be lifted when the information is widely 

available on the Internet and social media? 

¬ “At the end of the day, the only consideration militating in favour of 

discharging the injunction is the incongruity of the parallel – and in 

probability significantly uncontrollable – world of the internet and social 

media, which may make further inroads into the protection intended by 

the injunction. Against that, however, the media storm which discharge 

of the injunction would unleash would add a different and in some 

respects more enduring dimension to the existing invasions of privacy 

being perpetrated on the internet. At the risk of appearing irredentist, 

the Supreme Court has come to the conclusion that, on a trial in the 

light of the present evidence, a permanent injunction would be likely to 

be granted in the interests of the appellant, his partner and especially 

their children. The appeal should therefore be allowed, and the Court 

will order the continuation of the interim injunction to trial or further 

order accordingly.” 
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Bollea v Gawker Media, LLC, (6th. Jud. Cir. 
Pine. Fla. June 7, 2016)  

¬ “Mr. Bollea [Hulk Hogan] established by clear and convincing 

evidence that Gawker Defendants maliciously engaged in intentional 

misconduct, including: (1) publicly disclosing private facts regarding 

Mr. Bollea; (2) intruding on Mr. Bollea’s seclusion; (3) infringing on 

Mr. Bollea’s right of publicity under Florida law; (4) intentionally 

inflicting emotional distress on Mr. Bollea...” 

¬ “Regardless of Mr. Bollea’s status as a celebrity, the nature of the 

character he portrays, and any public statements he made about his 

personal and sex life, the facts and circumstances of this case do not 

legally justify or authorize Gawker Defendants’ posting explicit video 

footage of Mr. Bollea without his consent, derived from an illegally 

recorded video of Mr. Bollea naked and engaged in sexual activity in 

a private bedroom. Consequently, based upon the findings set forth 

herein, and as a matter of law, Gawker Defendants’ publication of 

the Gawker Video does not constitute protected speech.”  
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Online/Intermediary Liability/Responsibility  
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Google Inc. v. Equustek Solutions Inc.,  Sup. Ct. 
Case 36602 (Supreme Court of Canada Summary) 

“Administrative law — Interlocutory orders — Injunctions — Private 

international law — Extraterritoriality — Communications law — 

Internet — Intellectual property — Industrial design — Interim 

injunction issued against non-party to litigation — Google 

prohibited from displaying impugned websites in Internet search 

results — Under what circumstances may a court order a search 

engine to block search results, having regard to the interest in 

access to information and freedom of expression, and what limits 

(either geographic or temporal) must be imposed on those orders? 

— Do Canadian courts have the authority to block search results 

outside of Canada’s borders? — Under what circumstances, if any, 

is a litigant entitled to an interlocutory injunction against a non-

party that is not alleged to have done anything wrong? 
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PJS v News Group Newspapers Ltd. [2016] 
UKSC 26 (19 May 2016)  

“There may well be room for different views as to whether the lifting of the 

injunction would lead to an increase or a decrease in tweets and other 

electronic communications relating to the story. However, if the identity of 

PJS and the story could be communicated within England and Wales, 

then it would be likely that anyone in this jurisdiction who was searching 

for PJS (or indeed YMA) through a search engine, for reasons wholly 

unconnected with the story, would find prominent links to that story. But if 

search engines serving England and Wales are geo-blocked from 

mentioning PJS, or indeed YMA, in connection with the story, as they 

should be so long as an injunction is in place, this would not happen. It 

might be said that PJS and YMA could ask the search engine operators to 

remove any links to the story pursuant to the decision of the Court of 

Justice in Google Spain SL v Agencia Española de Protección de Datos 

(Case C-131/12) [2014] QB 1022, but it seems unlikely that the reasoning 

in that case could apply to a story which has only recently become public 

and is being currently covered in the newspapers.” 
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CNIL Decision March 24, 2016 imposing a 
fine of € 100,000 against Google 
 

¬ “This fine of EUR 100 000 follows the refusal of Google to meet the demand of the 

President of the CNIL to proceed with the delisting of the full domain name 

extensions from its search engine.” 

¬ “Google's search engine service is a unique treatment, different geographical 

extensions ( ".com," ".es", ".com", etc.) can not be considered as separate 

treatments. Indeed, the company initially operated its service on the only ".com" 

and created extensions over time to provide a service adapted to the national 

language of each country.  

¬ So, for the right to dereference persons resident in France is effectively protected 

in line with the decision of the ECJ, it must be exercised on all of this treatment, 

and thus all the search engine extensions. 

¬ contrary to what Google, the delisting of all extensions does not limit freedom of 

expression to the extent that it involves no removal of content on the 

Internet. Indeed, it is only to withdraw at the request of a natural person, the list of 

results from a search performed from his first and last name, links referring to 

websites pages. These pages remain accessible when the search is made from 

other words.” (Google Translate) 

¬ Google has appealed the decision. 
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Association des Producteurs de Cinema (APC) 

v Orange SA, Paris Ct. App. 15 March, 2016 

¬ “It follows that the delisting measures infringing websites engines 

research, coupled with the blocking action of these sites by ISPs 

do not infringe the freedom of expression and communication and 

comply with the principle of proportionality, as defined by the 

Court of Justice of the European Union”. 

¬ “[It] will finally be recalled that the injunction sought, as ordered 

by the appealed judgment does expressly applies to "any request 

from users, in the French departments and unique communities 

and, in the Wallis and Futuna Islands, New Caledonia and the 

French Southern and Antarctic Lands”. 

¬ Consequently these measures do not violate the principle of 

territoriality of jurisdiction. (Google Translate) 
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Nazerali v. Mitchell, 2016 BCSC 810 

¬ “Mr. Nazerali applied ex parte before Mr. Justice Grauer for an 

interlocutory injunction restraining the Deep Capture defendants from 

publishing statements about the plaintiff on the website or elsewhere; 

enjoining the defendant GoDaddy.com Inc. from permitting operations of 

the domain name www.deepcapture.com; enjoining the defendant 

Nozone, Inc. from permitting Internet access to any website files 

comprising www.deepcapture.com, which refer to the plaintiff, and 

enjoining the defendants Google Inc. and Google Canada Corporation 

from permitting their search engines to publish any search results from 

www.deepcapture.com. The injunction was granted and, unless 

extended, was to expire on December 2, 2011.” 

¬ “The defendants Mark Mitchell, Patrick Byrne and Deep Capture LLC are 

permanently enjoined from publishing on the Internet or elsewhere any 

defamatory words concerning the plaintiff including those words 

described in paragraphs 3 and 13 of these reasons for judgment; Google 

Inc. and Google Canada Corporation are permanently enjoined from 

permitting any response to an online search of the 21 chapters of the 

Articles.” 
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Nazerali v. Mitchell, 2016 BCSC 810 

¬ “The Deep Capture defendants plead the alleged defamatory words are 

“protected expression” in the United States because of the First 

Amendment to the Constitution of the United States of America and 

because the plaintiff is a “public figure” as described in New York Times 

Co. v. Sullivan, 376 U.S. 254 (1964) and any defamation judgment 

against them by a foreign court will not be recognized or enforced in the 

United States because of the provisions of the Securing the Protection of 

our Enduring and Established Constitutional Heritage Act, 28 U.S.C. § 

4102.” 

¬ “The allegation of Mitchell, Byrne and Deep Capture LLC that the website 

contains speech which is protected in the United States suggests the 

Deep Capture defendants, all of whom are in the United States, will resist 

enforcement of a monetary judgment of this Court against them in that 

country. That factor and the apparent intention to inflict as much damage 

on the plaintiff as possible persuades me that it is appropriate to grant a 

permanent injunction restraining publication, dissemination or posting on 

the Internet of any statements by them about the plaintiff.”  
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Niemela v. Malamas, 2015 BCSC 

¬ Should Google be required to de-index foreign URLs to defamatory content? 

¬ “I conclude that Google’s voluntary removal of URLs identified by Mr. Niemela has 

provided an effective means of preventing searchers in Canada from finding the 

links to the offending websites. An injunction is not therefore required to prevent 

the vast majority of the potential harm complained of by Mr. Niemela… 

¬ “Finally, the Court is reluctant to make an order that cannot be complied with. Mr. 

Niemela acknowledges that Google is not able to comply with an order compelling 

it to block defamatory search results in the United States. Two federal statutes, 

the Communications Decency Act of 1996, 47 USC (1996), and the Securing the 

Protection of our Enduring and Established Constitutional Heritage (SPEECH) 

Act, 28 USC (2010), protect internet providers such as Google and block 

enforcement orders that would infringe on the First Amendment right to free 

speech. 

¬ While United States courts will generally recognize and enforce foreign 

judgments, they will not do so if enforcement of the foreign court’s order would 

violate the corporation’s constitutional rights to free speech: Yahoo! Inc. v. La 

Ligue Contre Le Racisme et L’Antisemitisme, 169 F Supp 2d 1181 (ND Cal 2001) 

at 1192-1193, rev’d on other grounds 379 F 3d 1120 (9th Cir 2004).” 
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Hassell v Bird WL 2016 3163296 (CA. Cal. 
Jun. 7, 2016) 

¬ Can Yelp be ordered to remove defamatory content to assist in 

enforcing an injunction against the publisher (Bird)? 

¬ “First, Yelp attempts to characterize the removal order as an injunction 

against Yelp. We do not accept that characterization. The judgment was 

entered solely against Bird, and the injunctive order was directed solely 

at Bird's defamatory speech. The removal order was limited to 

statements covered by that injunction, statements attributed to Bird 

which she had been ordered to remove. Thus, the removal order does 

not impose any independent restraint on Yelp's autonomy. Under these 

circumstances, charactering the removal order as an injunction creates 

unnecessary confusion about the clear distinction between the removal 

order and the underlying injunction against Bird.”  

¬  “The authority summarized above establishes that a trial court does 

have the power to fashion an injunctive decree so that the enjoined 

party may not nullify it by carrying out the prohibited acts with or through 

a nonparty to the original proceeding.” 
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Hassell v Bird WL 2016 3163296 (CA. Cal. 
Jun. 7, 2016) 

“First, Yelp's factual position in this case is unlike that of the 

Marcus appellants, who personally engaged in protected 

speech activities by selling books, magazines and 

newspapers. In order to claim a First Amendment stake in this 

case, Yelp characterizes itself as a publisher or distributor. 

But, at other times Yelp portrays itself as more akin to an 

Internet bulletin board—a host to speakers, but in no way a 

speaker itself. Of course, Yelp may play different roles 

depending on the context. However, in this context it appears 

to us that the removal order does not treat Yelp as a publisher 

of Bird's speech, but rather as the administrator of the forum 

that Bird utilized to publish her defamatory reviews.” 
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E-Ventures Worldwide, LLC v Google, Inc., 
2016 WL 2758889 (M.D.Fla.May 12, 2016 

¬ Is Google liable for de-indexing SEO websites at its own initiative for 

anti-competitive reasons? 

¬ “The Court has little quarrel with the cases cited by Google for the 

proposition that search engine output results are protected by the 

First Amendment…Rather, plaintiff is alleging that as a result of its 

pages being removed from Google's search results, Google falsely 

stated that e-ventures' websites failed to comply with Google's 

policies. Google is in fact defending on the basis that e-ventures' 

websites were removed due to e-ventures' failure to comply with 

Google's policies…This makes this case distinguishable from the 

PageRanks situation. Therefore, this case does not involve 

protected pure opinion speech, and the First Amendment does not 

bar the claims as pled in the Second Amended Complaint.” 
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People v Lemons 30 N.Y.S3d 527 (Crim. Ct. 
City N.Y. 2016) 

¬ Who is responsible for a communication? 

¬ “… the Court has little trouble concluding that when the defendant sent 

the complainant a message through the Instagram app this was 

“communication or any other contact by ... other electronic or any other 

means,” and was forbidden by terms of the order of protection. The 

electronic communication originated with the defendant and ended up 

in the complainant's Instagram inbox, where she saw it. 

¬ This remains true even though the specific allegation in the information 

is that the communication did not flow directly from the defendant to the 

complainant, since defendant asked Instagram, and not the 

complainant herself, for permission to view the complainant's page, and 

Instagram forwarded that request to her. There is no reason to 

conclude that this forwarding was anything other than an automatic and 

automated feature built directly into the app, and thus there is also no 

reason to conclude that the communication was made only to 

Instagram, and not to the complainant.” 
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People v Lemons 30 N.Y.S3d 527 (Crim. Ct. 
City N.Y. 2016) 

“The situation described here is exactly the same as if 

the defendant, using his iPhone, had asked Siri to 

place a call to the complainant, instead of dialing her 

number himself. Just as in this hypothetical there 

could be no legitimate claim that the defendant 

communicated only with Siri and did not himself 

telephone the complainant, here there can be no 

legitimate claim that the defendant communicated 

only with Instagram, and not with the complainant.” 
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Vancouver Community College v. Vancouver 

Career College (Burnaby) Inc., 2015 BCSC 1470  

¬ Who is responsible for keyword search results?  

¬ ”I will also comment on the bidding process in keyword advertising which is a 

well-established practice throughout the world of online advertising. It would 

be imprudent for this Court to attempt to preclude or even limit that practice 

in this jurisdiction unless it can be shown to be an unreasonable constraint 

on competition. That has not been shown. To award damages to the plaintiff 

or to enjoin the defendant from certain conduct because the defendant bids 

on the plaintiff’s name for the purposes of keyword advertising would be to 

disadvantage the defendant in a way that other online advertisers are not. It 

is not the defendant, or another advertiser in its position, which controls the 

bidding process, apart from making a decision to bid.  A bid on a keyword 

may send a searcher to the bidder's landing page, but the process of the 

search is controlled by the searcher and the search engine, not by the 

advertiser. Google and other providers of search engines generate revenue 

by offering an efficient bidding process. I cannot conclude that the defendant 

causes confusion by taking advantage of this service offered by Google.” 
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Kent v Martin, 2016 ABQB 314  

¬ Does a media site publish defamatory content by linking to an article in 

its data base? 

¬ “The Defendants rely on Crookes v Newton, 2011 SCC 47 (CanLII) in 

support of the proposition that when a user has to carry out certain 

actions to locate the defamatory material that the mere provision of a 

link was not sufficient to constitute publication. However, there is a 

fundamental difference between that case and the one at hand. Here, 

Postmedia is not simply providing a hyperlink to defamatory material 

but is the source of the defamatory material which is accessed from its 

SouthPARC database by someone conducting a search.” 

¬ “In this case, it was Postmedia who continued to publish the 

defamatory words by making them available so that when someone did 

an internet search or Postmedia website search they were able to 

access the Article from the Postmedia SouthPARC database. 

Postmedia is not in the position of Mr. Newton, but in the position of the 

publisher of the defamatory material that someone would be led to by 

clicking on the hyperlink on Mr. Newton’s website.” 

86 15516036 

http://www.canlii.org/en/ab/abqb/doc/2016/2016abqb314/2016abqb314.html?searchUrlHash=AAAAAQAQa2VudCBhbmQgY2Fud2VzdAAAAAAB&resultIndex=2
http://www.canlii.org/en/ca/scc/doc/2011/2011scc47/2011scc47.html


McCarthy Tétrault LLP / mccarthy.ca 

 

Niemela v. Malamas, 2015 BCSC 

¬ Is a search engine a publisher by disseminating snippets and URLs to 

defamatory materials? 

¬ “the URLs in the search results (identified by the plaintiff as leading to 

defamatory text) are hyperlinks to websites. Following Crookes, Google has 

not published the content of the text accessible through the URLs. As a 

result, it is manifestly clear that the plaintiff’s defamation claim arising from 

the URL’s listed in Google’s search results cannot succeed, and I dismiss 

that claim.” 

¬ “I conclude that Google is a passive instrument and not a publisher of 

snippets. There is accordingly no issue for trial in relation to defamation. 

¬ I emphasize that I have not been asked in this case to consider whether 

Google could be a publisher of snippets and search results after notice of 

defamatory content. In the present case, Mr. Niemela initially raised this 

issue in his notice of application but abandoned the argument when Google 

voluntarily blocked the URLs that produced the offending snippets. 

Accordingly, the issue does not arise on the facts of this case.” 
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DUFFY v GOOGLE INC [2015] SASC 170 
(27 October 2015) 

¬ Is a search engine liable as a secondary publisher of defamatory information in search 

results? 

¬ “Google was the sole operator and controller of the Google website. The paragraphs 

resided on Google’s website. The paragraphs were communicated by Google to the 

user conducting a search. Google played a critical role in communicating the 

paragraphs to the user. The physical element of publication is present. Google did not 

play the passive role of a mere conduit such as an internet service provider who 

merely provides access to the internet or a telecommunications carrier who merely 

provides access to the telephone network. Google played an active role in generating 

the paragraphs and communicating them to the user. The mere fact that the words are 

programmed to be generated because they appear on third party webpages makes no 

difference to the physical element. It makes no difference to the physical element 

whether a person directly composes the words in question or programs a machine 

which does so as a result of the program.” 

¬ “Approaching the question from first principles, Google was a secondary publisher of 

the paragraphs after notification and lapse of a reasonable time to allow for their 

removal (if that occurred). There is authority which supports this conclusion.” 

[Referring to Fenlon J. in Niemela v Malamas.] 
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DUFFY v GOOGLE INC [2015] SASC 170 
(27 October 2015) 

¬ Is Google a republisher of defamatory content when users click on 

hyperlinks in search results? 

¬ “In the case of the URL contained in the paragraph extracted at [214] above, 

it is necessary to have regard to the text of the title and the snippet in 

conjunction with the fact that the title functions also as a hyperlink. The text 

and the hyperlink comprise an integrated whole. The text says that Dr Duffy 

is a stalker of psychics of whom psychics should beware and offers by 

clicking on the title on the Google webpage to deliver to the user the Ripoff 

Report webpage that provides more detail. The user does not need to enter 

the URL into the user’s web browser; the Google website is programmed 

automatically to cause the browser to display the Ripoff Report webpage by 

clicking on the hyperlink. In these circumstances, Google is a secondary 

publisher of the Ripoff Report webpage if and to the extent that Google 

failed to remove the paragraph incorporating the hyperlink after a 

reasonable time elapsed after effective notification by Dr Duffy.” [referring to 

Crookes v Wikepedia at para 154.] 
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DUFFY v GOOGLE INC [2015] SASC 170 
(27 October 2015) 

¬ Is Google a republisher of defamatory content by text generated using 

its Autocomplete and Related Search Terms? 

¬ “The third issue that arises is whether the generation by the Google 

websites of the words “janice duffy psychic stalker” when a user entered 

the search term “Janice Duffy” was a publication by Google after 

notification and failure by Google to remove it within a reasonable time 

thereafter.  

¬ “The words “janice duffy psychic stalker” are generated by Google’s 

programs as a result of Google’s programming. The mere fact that the 

words are programmed to be generated because the user or others 

have previously searched for those words makes no difference to the 

physical element. The mental element will be present if Google failed to 

remove the words within a reasonable time after notification.” 
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Galloway v Frazer & Ors [2016] NIQB 7 
(27 January 2016) 

¬ Is YouTube (Google) liable for not removing defamatory videos containing personal 

information posted on its site? 

¬ “…the court is entitled to take judicial notice of the fact that Google is a huge 

corporation. It is a profit making organisation. It has an enormous turnover and 

generates substantial profits. YouTube is a major contributor to this success. Prima 

facie the court can reasonably expect that Google will devote sufficient resources to 

ensure that it does not permit YouTube to be used to allow malefactors to post vile and 

scurrilous calumnies that remain available for access to the public for unreasonable 

periods of time.” 

¬ “…if material defamatory of the plaintiff is published on YouTube or other unlawful acts 

are committed by YouTube, then Google must act with reasonable expedition to 

remove that material or else be found for it.” 

¬ “I am not satisfied that Google has a common law defence to the plaintiff's claim in 

respect of the 23 days when URL2 was flagged but Google continued to make URL2 

available for downloading in Northern Ireland and during which period it was 

downloaded a significant number of times. In determining what was a reasonable 

period of time the court is entitled to take into account the nature of the allegations 

made… To allow them to remain available for downloading for a period of 23 days from 

notification was, on the face of it, simply not good enough.” 
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Galloway v Frazer & Ors [2016] NIQB 7 
(27 January 2016) 

¬ Is YouTube (Google) liable for publishing personal information in 

videos post on its site? 

¬ “There can be no doubt that the information contained in URL2 

constituted sensitive personal data: see Section 2(b) and (g) of the 

Data Protection Act 1998…whether or not Google can persuade 

the court that no liability arises from the processing of this sensitive 

personal data will have to await a full hearing. The facts as 

presently put before the court would suggest that Google will not 

find it easy to defend this claim if it is found to be a data controller. 

Accordingly, as matters presently stand, I consider that the plaintiff 

has a good arguable case in respect of the publication of his 

sensitive personal data on URL2 by Google as a data controller…” 
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Pritchard v. Van Nes, 2016 BCSC 686 

¬ Liability for 3rd party defamatory comments on social network 

accounts.  Duty to monitor? 

¬ The “test for establishing liability for third party defamatory material 

[requires] three elements: 1) actual knowledge of the defamatory 

material posted by the third party, 2) a deliberate act that can include 

inaction in the face of actual knowledge, and 3) power and control 

over the defamatory content. After meeting these elements, it may be 

said that a defendant has adopted the third party defamatory material 

as their own.” 

¬ “I would find that in the circumstances of this case there ought not to 

be a legal requirement for a defendant in the position of Ms. Van Nes 

having actual knowledge of the existence of defamatory comments by 

her “friends” as a precondition to liability. The circumstances were 

such that she ought to have anticipated such posts would be made.” 

¬ “I would find that she had a positive obligation to actively monitor and 

control posted comments.”  
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Pritchard v. Van Nes, 2016 BCSC 686 

¬ “…the concerns expressed by the New Zealand Court of Appeal [Wishart 

v. Murray, 2013 NZHC 540, rev’d in part 2014 NZCA 461] are addressed 

through limiting the imposition of liability to situations where the user’s 

original posts are inflammatory, explicitly or implicitly inviting defamatory 

comment by others, or where the user thereafter becomes an active 

participant in the subsequent comments and replies.  Ms. Van Nes 

qualifies under either of those grounds…foreseeability is already well-

recognized as a component of the tests for liability for republication. It 

does no harm to the integrity of defamation as a separate tort to extend 

the use of foreseeability by making it a test for liability for third-party 

comments.” 

¬ “In my view the potential in the use of internet-based social media 

platforms for reputations to be ruined in an instant, through publication of 

defamatory statements to a virtually limitless audience, ought to lead to 

the common law responding, incrementally, in the direction of extending 

protection against harm in appropriate cases. This is such a case.” 

15516036 94 

http://www.canlii.org/en/bc/bcsc/doc/2016/2016bcsc686/2016bcsc686.html?searchUrlHash=AAAAAQAVcHJpdGNoYXJkIGFuZCB2aWNrZXJzAAAAAAE&resultIndex=1


McCarthy Tétrault LLP / mccarthy.ca 

 

Crouch v. Snell, 2015 NSSC 340  

¬ Does the Cyber-safety Act infringe s. 2(b) of the Charter, and if 

so, is this infringement saved by s. 1? 

¬ Does the Cyber-safety Act infringe s. 7 of the Charter, and if so, is 

this infringement saved by s. 1? 

¬ (b) "cyberbullying" means any electronic communication 

through the use of technology including, without limiting the 

generality of the foregoing, computers, other electronic 

devices, social networks, text messaging, instant messaging, 

websites and electronic mail, typically repeated or with 

continuing effect, that is intended or ought reasonably be 

expected to cause fear, intimidation, humiliation, distress or 

other damage or harm to another person's health, emotional 

well-being, self-esteem or reputation, and includes assisting 

or encouraging such communication in any way; 
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Crouch v. Snell, 2015 NSSC 340  

¬ “I need to consider all of the types of expression that may be 

caught in the net of the Cyber-safety Act, and determine whether 

the Act unnecessarily catches material that has little or nothing to 

do with the prevention of cyberbullying… In this regard, 

the Cyber-safety Act, and the definition of cyberbullying in 

particular, is a colossal failure…I find that the Act restricts both 

public and private communications.  Furthermore, 

the Act  provides no defences, and proof of harm is not 

required.  These factors all culminate in a legislative scheme that 

infringes on s. 2(b) of the Charter much more than is necessary to 

meet the legislative objectives... 

¬ In conclusion, the Cyber-safety Act fails the "minimum 

impairment" branch of the Oakes test.” 
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Canadian Broadcasting Corp. v. SODRAC 

2003 Inc., 2015 SCC 57  

¬ “The Copyright Act as a whole is to be read having regard to 

the principles of technological neutrality and balance, unless 

its text indicates otherwise.” 

¬ “the principles of balancing user and right-holder interests and 

of technological neutrality are central to Canadian copyright 

law, they cannot change the express terms of the Copyright 

Act.” 

¬ “Arguments based on purpose in the form of technological 

neutrality and balance are advanced to come to the opposite 

conclusion, but purposive construction is a tool of statutory 

interpretation to assist in understanding the meaning of the 

text. It is not a stand-alone basis for the Court to develop its 

own theory of what it considers appropriate policy. 
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¬  “The ordinary meaning of the text of the Copyright Act indicates that 

broadcast-incidental copying activities do engage the reproduction 

right… 

¬ There is nothing in the text, context or legislative history of these 

provisions (or s. 3(1)) that supports the view that the broadcasting 

process obviates the fact that broadcast-incidental copies are 

reproductions under the Copyright Act. Arguments based on purpose in 

the form of technological neutrality and balance are advanced to come 

to the opposite conclusion, but purposive construction is a tool of 

statutory interpretation to assist in understanding the meaning of the 

text. It is not a stand-alone basis for the Court to develop its own theory 

of what it considers appropriate policy. Accordingly, the Board was 

correct in proceeding on the basis that broadcast incidental copies 

engage the reproduction right under s. 3(1)(d) of the Copyright Act.”  
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¬ “Overall, the Board’s valuation analysis must comport with the 

Copyright Act’s fundamental requirement to recognize 

technological neutrality and balance between user and right-

holder interests.” 

¬ “…where the right is engaged, the issue becomes one of 

valuation of that right, and the principles of technological 

neutrality and balance must be adapted to the valuation 

context.” 

¬ “In the regulatory context, the principle of technological 

neutrality applies to valuation of a reproduction licence, just as 

it does in determining whether an activity implicates copyright 

at all.” 
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The Authors Guild v Google, Inc. 804 
F.3d 202 (2nd. Cir. 2015) 

“Google's making of a digital copy to provide a search function is a 

transformative use, which augments public knowledge by making 

available information about Plaintiffs' books without providing the 

public with a substantial substitute for matter protected by the 

Plaintiffs' copyright interests in the original works or derivatives of 

them. The same is true, at least under present conditions, of Google's 

provision of the snippet function… Plaintiffs' contention that Google 

has usurped their opportunity to access paid and unpaid licensing 

markets for substantially the same functions that Google provides 

fails, in part because the licensing markets in fact involve very 

different functions than those that Google provides, and in part 

because an author's derivative rights do not include an exclusive right 

to supply information (of the sort provided by Google) about her 

works. Google's profit motivation does not in these circumstances 

justify denial of fair use.” 

101 15516036 

https://scholar.google.ca/scholar_case?case=2220742578695593916&q=The+Authors+Guild+v+Google,+Inc.+804+F.3d+202+(2nd.Cir.+2015)&hl=en&as_sdt=2006


McCarthy Tétrault LLP / mccarthy.ca 

 

Oracle America, Inc v Google Inc.  
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Bell Canada et al v ITVBox.net, 2016 FC 612 

“The devices marketed, sold and programmed by the Defendants enable 

consumers to obtain unauthorized access to content for which the Plaintiffs 

own the copyright. This is not a case where the Defendants merely serve as 

the conduit, as was argued by Mr. Wesley. Rather, they deliberately 

encourage consumers and potential clients to circumvent authorized ways of 

accessing content — say, by a cable subscription or by streaming content from 

the Plaintiffs' websites — both in the manner in which they promote their 

business, and by offering tutorials in how to add and use applications which 

rely on illegally obtained content.  The statutory defence provided in paragraph 

2.4(1)(b) of the Copyright Act does not apply to the Defendants who go above 

and beyond selling a simple "means of telecommunication". They also engage 

in acts related to the content of the infringed communications (Society of 

Composers, Authors and Music Publishers of Canada v Canadian Assn of 

Internet Providers, 2004 SCC 45 at para 92). Consumers can consequently 

stream or download the Plaintiffs' programs and store them on their device 

without authorization from the Plaintiffs. This constitutes prima facie copyright 

infringement pursuant to section 27 of the Copyright Act.” 
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U.S. v Dotcom CRI-2012-092-001647 
(D.C.N.Z.2015) 

¬ Is Dotcom eligible for extradition to the U.S. and can it rely on a 

safe harbour which applies “merely because A uses the Internet 

services of the [ISP] in infringing the copyright”. 

¬ “The purpose and intent of s 92B is to provide a “safe harbour” for 

ISPs that unintentionally have their storage used by others to 

store illegitimate materials, a true “dumb pipe”… There is 

evidence before the Court sufficient to establish that the 

respondents were in the course of a business that knowingly 

uploaded copies of copyright protected material, they kept it with 

a view to committing acts that would infringe the copyright, they 

were complicit in promulgating that they possessed such material, 

and distributed it to large numbers of people for their own 

financial gain. The conduct alleged in count 2 therefore translates 

to a deemed extradition offence.”  
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Blacklock’s Reporter v Canadian Vintners 
Association, 2015 CanLII 65885 (ON SCSM) 
 

¬ Does by-passing a paywall violate to TPM provisions in the 

Copyright Act? 

¬ “Applying the law to the foregoing findings of fact relating to the 

basic question as to whether the Defendants have breached the 

Plaintiff’s copyright, section 41. 1 (1) is clear and applicable. You 

are prohibited from circumventing a technological protection 

which uses an effective technology to control access to a work. 

What the Defendants did is just that. They knew there was limited 

access to the full article. They knew that access was subscription 

based only and that subscriptions cost money. They knew that 

there was a technological barrier to that access. They knew that 

unless they paid they could not get it. They knew and chose 

another way around it. Having breached that prohibition, they 

have obtained copyrighted material belonging to the Plaintiff 

illegally.”  
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Blacklock’s Reporter v Canadian Vintners 
Association, 2015 CanLII 65885 (ON SCSM) 
 

¬ Is the fair dealing defense available where access to the work 

was gained illegally through a TPM breach? 

¬ “Notwithstanding the foregoing conclusion that the Defendants 

have illegally obtained the Plaintiff’s copyrighted material, can 

they still avail themselves of the protection afforded of fair dealing 

under the Act? Having reviewed the case law authorities cited to 

me and considering the scheme and policy objectives of the Act 

and most importantly section 41.1 (1) thereof, it is patently clear 

that unless you have obtained the material legally, you cannot 

avail yourself of the defence of fair dealing for the purpose of 

education, criticism or review. The facts in CCH and the law cited 

therein make it perfectly clear that you must first obtain the 

material legally and with colour of right…” 
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Commercial Radio Decision, Copyright 

Board April 21, 2016 

¬ Temporary reproductions 

¬ 30.71 It is not an infringement of copyright to make a reproduction 

of a work or other subject-matter if 

¬ (a) the reproduction forms an essential part of a technological 

process; 

¬ (b) the reproduction’s only purpose is to facilitate a use that is not 

an infringement of copyright; and 

¬ (c) the reproduction exists only for the duration of the 

technological process. 
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Commercial Radio Decision, Copyright 

Board April 21, 2016 

¬ “CAB argues that the entire process of program assembly performed by 

commercial radio stations, from the gathering and creation of content to 

the communication of a radio signal to the public, is a technological 

process.”  

¬ “We note, however, that section 30.71 of the Act refers to a technological 

process, not a business process or economic activity.” 

¬ “While we do not go so far as to state that a technological process may 

not have human input—for it often will—it appears to us that this provision 

was intended to capture copies that happen automatically, or without the 

direct control of the user. This relates to the requirement that the 

reproduction forms an essential part of the technological process. A 

“technological process” contemplated by section 30.71 of the Act will 

generally not be able to function correctly or efficiently without the making 

of the reproduction. It will, therefore, generally not be up to the user .” 
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Commercial Radio Decision, Copyright 

Board April 21, 2016 

¬ “The requirement that the reproduction’s only purpose is to 

facilitate a non-infringing use means that reproductions that fall 

under section 30.71 of the Act are those that are useless or non-

usable, but for the technology that causes them to be created in 

the first place. They have no other independent purpose or use 

than to allow the technological process to run its course.” 

¬ “Examples of reproductions which would seem to fall within the 

scope of section 30.71 of the Act are the buffer copies in a 

photocopier or printer, or the reproductions made in volatile 

memory of a computer. Those types of reproductions result from 

the technology used to achieve a non-infringing use and cease 

to functionally exist when the process if over.” 
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Commercial Radio Decision, Copyright 

Board April 21, 2016 

¬ “Similarly, Streaming copies are made as part of a technological 

process (e.g., the actual broadcast or stream of a program) and don’t 

have an existence outside of the technological process. These 

“buffer”-like copies appear to us to be the product of the digital 

technology being used which inherently makes copies while using 

the musical track. Furthermore, in the present matter, for both kinds 

of copies, the resulting use (broadcasting or streaming of a radio 

program) will not be an infringement of copyright. Therefore, we can 

conclude that the sole purpose of these copies is to facilitate a non-

infringing use.” 

¬ “In conclusion, we reject the argument that the entire process of 

program assembly performed by commercial radio stations is a 

single technological process. However, we conclude that Streaming 

copies do meet the requirements of section 30.71 of the Act.” 
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Commercial Radio Decision, Copyright 

Board April 21, 2016 

¬ “exists only for the duration of the technological process” 

¬ “This suggests that the destruction of such reproduction is likely to be 

automatic, as a result of the technology used. In contrast, in other provisions 

of the Act where reproductions may only be retained for a period of time, 

and where a positive act must be done by a person to destroy the 

reproduction beyond such period of time, language such as “must be 

destroyed” is used”. 

¬ “we also disagree…that a reproduction made and stored while needed for 

business purposes (e.g., a Main Automation System) meets the requirement 

that it exists “only for the duration of the technological process.” 

¬ “Given the above findings, we exclude the following copies as benefiting 

from this exception: Ingest, Music Evaluation, Main Automation System, 

Voice-Tracking, Backup and Live Performance copies. These copies are 

either not an essential part of a technological process, do not exist only for 

the duration of a technological process, or both.” 
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Vancouver Aquarium Marine Science 
Centre v. Charbonneau, 2016 BCSC 625 

¬ Whether posting of video containing segments of the aquarium’s 

footage fall within the UGC exception? 

¬ “With regard to the issue of commercial purpose, the plaintiff 

submits that there is evidence to the contrary.  The meaning of 

"commercial" is broader than the absence of making a profit to 

date, as is attested to by Mr. Charbonneau in his affidavit.  The 

video was shown to audiences who paid an admission fee of $10 

each for the viewing.  Further, the Indiegogo fundraising 

campaign, accessible through the website, also sold such things 

as early access to the film and a listing in the credits.  This issue, 

which arises within s. 29.21, is relevant to the four items filmed at 

the aquarium by other individuals. 

¬ I conclude that whether there is a commercial purpose or not is a 

triable issue.”  
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Geophysical Service Incorporated v 
Encana Corporation, 2016 ABQB 230 
 

¬ “In my view, the raw seismic field data and written reports are a 

literary work or a compilation of a literary work.” 

¬  “I find the seismic sections, i.e. the squiggly or zebra lines, fit 

within the definition of an artistic work, similar to a map, plan or 

chart, or a compilation of an artistic work since the product is the 

result of selection or arrangement of the data, or sound 

recordings, from the geology of the subsurface.” 

¬ “In my view, based on the evidence presented, both the raw or 

field data and the processed data meet the “skill and judgment” 

test laid out by the Supreme Court in CCH and should be 

considered “original” artistic or literary productions in the scientific 

domain, therefore protected “works”.” 
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Geophysical Service Incorporated v 
Encana Corporation, 2016 ABQB 230 
 

¬ Are seismic data and seismic sections protected by copyright? 

¬ “The evidence here indicates that various employees of GSI 

(old and new) lead the seismic data creation process at different 

times… So in this situation, the creator or “human” author of the 

field data is likely the head of the seismic crew on the ship (the 

“party chief”) and the “human” author of the processed data is 

the person in charge of the processing (who, early on, was 

called “the computer”). It is he who will sign the seismic section 

(for instance, Mr Clink signed the seismic section in evidence in 

this trial). For ownership purposes, the author will be GSI, since 

s 13 of the Copyright Act provides that the employer will be the 

owner when an employee is retained to do the work. While this 

may be controversial in some situations, it is not an issue here.” 
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Geophysical Service Incorporated v 
Encana Corporation, 2016 ABQB 230 
 

“In conclusion on this question, I find the Boards 

have not breached GSI’s rights under the Copyright 

Act by copying, or allowing others to copy, the 

seismic data GSI deposited with them. The specific 

legislative authority in the CPRA [Canada Petroleum 

Resources Act], and Federal Accord Act overrides 

the general rights contained in the Copyright Act. 

Further, or in the alternative, the Regulatory Regime 

created a compulsory licencing system through 

which the Boards have the authority to copy, and as 

a result they are not infringing the Copyright 

Act when they do so.” 
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Keatley Surveying v Teranet, 2016 
ONSC 1717 
 

¬ “Recall that Common Issue 2 asks whether the copyright in the 

plans of survey belongs to the province pursuant to section 12 of 

the Copyright Act as a result of the registration or deposit of those 

plans of survey in the land registry office. 

¬ The answer has to be “yes.” As a result of the registration or 

deposit of the plans of survey in the land registry office, the 

ownership of the property in this material, including the copyright, 

is transferred to the province. At that point, the province has 

“control” of the plans of survey. The plans of survey are then 

published “by or under the direction or control of Her Majesty.” 

When this happens, according to s. 12 of the Copyright Act, the 

copyright in these works belongs to the province for the term of 

years that is prescribed.” 
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Biocad Medical Inc. c. Panthera Dental 
Inc., 2015 QCCS 6555  

15516036 

Did the defendant’s CAD software (Panthera) for producing identical  

dental bars infringe the plaintiff’s program (Nobel)? 
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Biocad Medical Inc. c. Panthera Dental Inc., 
2015 QCCS 6555  

15516036 

¬ Computer programs protected as literary works. 

¬ Algorithms not protected by copyright. 

¬ US merger doctrine applies to limit scope of protection. 

¬ Commonplace elements of a program are not protected by 

copyright. 

¬ A substantial part does not include copying public domain 

materials. 

¬ Importance that expert methodology be premised on 

relevant copyright principles. 
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Red Label Vacations Inc. (Redtag.ca) v. 
411 Travel Buys Limited 2015 FCA 29 

¬ Can metatags be protected by copyright? 

¬ “Red Label does not dispute that copyright protection will only be available 

if skill and judgment were required to produce the work. However, Red 

Label disputes the following finding made by the Federal Court Judge: 

¬ In this case there is little evidence of any sufficient degree of skill and 

judgement in creating these metatags, as is required by the test set out 

by the Supreme Court of Canada in CCH, above, or for the originality 

required in compiling data or other compilations, as discussed by the 

Federal Court of Appeal in Tele-Direct. While in some cases there may 

be sufficient originality in metatags to attract copyright protection when 

viewed as a whole, the substance of the metatags asserted by the 

Plaintiff in this case does not meet the threshold required to acquire 

copyright protection in Canada.” 

¬ This is a finding of fact and Red Label has not established that the Federal 

Court Judge made any palpable and overriding error in making this 

finding.” 
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Voltage Pictures LLC v. John Doe, 2015 
FC 1364 

¬ “…it appears that Voltage has a strong prima facie case 

establishing piracy of its copyright product by the fact that 

TekSavvy’s subscribers are downloading its materials without any 

possible suggested colour of right. Piracy of copyrighted materials 

on the Internet is a serious issue in North America. The Court’s 

general policy therefore, should be to support measures that 

reasonably deter such illegal conduct, in which category I place 

Voltage’s litigation, as it appears to be brought on a bona fide basis 

to deter such activity.” 

¬ “the policy in these types of motions should normally be to facilitate 

the plaintiff’s legitimate efforts to obtain the information from ISPs 

on the prima facie illegal activities of its subscribers. In my view, 

courts should be careful not to allow the ISP’s intervention to unduly 

interfere in the copyright holder’s efforts to pursue the subscribers, 

except where a good case is made out to do so.” 
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Specialty Software Inc. v. BEWATEC 
Kommunikationstechnik GmbH, 2016 FC 223 

¬ Is use of a trade-mark in association with a SAAS use of a 

mark in relation to a good? 

¬ 4. (1) A trade-mark is deemed to be used in association 

with goods if, at the time of the transfer of the property 

in or possession of the goods, in the normal course of 

trade, it is marked on the goods themselves or on the 

packages in which they are distributed or it is in any 

other manner so associated with the goods that notice 

of the association is then given to the person to whom 

the property or possession is transferred. 

122 15516036 

http://www.canlii.org/en/ca/fct/doc/2016/2016fc223/2016fc223.html?searchUrlHash=AAAAAQAHYmV3YXRlYwAAAAAB&resultIndex=1
http://www.canlii.org/en/ca/fct/doc/2016/2016fc223/2016fc223.html?searchUrlHash=AAAAAQAHYmV3YXRlYwAAAAAB&resultIndex=1
http://www.canlii.org/en/ca/fct/doc/2016/2016fc223/2016fc223.html?searchUrlHash=AAAAAQAHYmV3YXRlYwAAAAAB&resultIndex=1
http://www.canlii.org/en/ca/fct/doc/2016/2016fc223/2016fc223.html?searchUrlHash=AAAAAQAHYmV3YXRlYwAAAAAB&resultIndex=1


McCarthy Tétrault LLP / mccarthy.ca 

 

Specialty Software Inc. v. BEWATEC 
Kommunikationstechnik GmbH, 2016 FC 223 

“The Applicant has demonstrated that there has been a 

transfer of property in a ware. The ware in question is the 

license to use the software. The property is the 

entitlement to enjoy the use of the licence. The transfer 

has occurred through the granting of access, on payment 

of a subscription fee, in the form of login credentials. The 

mark is visible to purchasers before, during and after the 

transfer. Accordingly, the requirements of s 4(1) of 

the Trade-marks Act have been met.” 
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Red Label Vacations Inc. (Redtag.ca) v. 
411 Travel Buys Limited 2015 FCA 29 

¬ Does use of a meta-tag infringe a registered trade-mark? 

¬ “In Compagnie Générale des Établissements Michelin--Michelin & Cie v. 

National Automobile, Aerospace, Transportation and General Workers 

Union of Canada (CAW-Canada), 1996 CanLII 11755 (FC), [1997] 2 

F.C. 306, [1996] F.C.J. No. 1685, Teitelbaum J. explained the meaning 

of “use” for the purposes of section 20 of the Trade-marks Act: 

¬ I am satisfied that the classic Clairol analysis of use under section 

20 is still good law. The test for "use" in section 20 requires two 

separate elements of proof from both section 2 and section 4. In 

effect, the first element taken from section 4 is: (1) did the defendants 

associate their services with the plaintiff's trade-marks? The second 

element from section 2 is: (2) did the defendants use the mark as a 

trade- mark for the purpose of distinguishing or identifying the 

defendants' services in connection with the plaintiff's wares or 

services?” 
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Red Label Vacations Inc. (Redtag.ca) v. 
411 Travel Buys Limited 2015 FCA 29 

¬ Does use of a meta-tag infringe a registered trade-mark? 

¬ “In my view it is implicit in the Federal Court Judge’s reasons that he found 

that, in this case, 411 Travel Buys did not use any of Red Label’s trade-marks 

(or any trade-marks that would be confusing with such trade-marks) for the 

purpose of distinguishing or identifying 411 Travel Buys’ services in connection 

with Red Label’s services. In the one instance to which this Court was directed 

by Red Label, the reference to “Red Tag Vacations & Pay Less Guaranteed!” 

was in a phrase which directed interested parties to “Book Online with Red Tag 

Vacations & Pay Less Guaranteed!” Since no one could book online by using 

the 411 Travel Buys website, this reference would actually direct potential 

customers to Red Label’s website. While, in some situations, inserting a 

registered trade-mark (or a trade-mark that is confusing with a registered trade-

mark) in a metatag may constitute advertising of services that would give rise 

to a claim for infringement, in this case, this reference to “Book Online with Red 

Tag Vacations” cannot be considered to be advertising the services of 411 

Travel Buys in connection with the services offered by Red Label.” 
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Red Label Vacations Inc. (Redtag.ca) v. 
411 Travel Buys Limited 2015 FCA 29 

¬ Does use of a meta-tag constitute depreciation of goodwill under s22 of the TMA?  

¬ “In paragraph 124 of his reasons, the Federal Court Judge dismissed Red Label’s 

claim for depreciation of goodwill… 

¬ “Use” under section 22 requires use of the plaintiff's trademarks, as registered. 

There has been no such use here and accordingly, section 22 does not apply. 

Moreover, even if it could arguably be said that there is at least some use 

of redtag.ca by use of red tag, that use was not in any visible portion of 411 

Travel Buys' website, it was in the metatags. There is no connection between the 

online services of 411 Travel Buys on their website and the services of the 

Plaintiff as offered on 411 Travel Buys' website. 

¬ The Federal Court Judge dismissed Red Label’s claim for depreciation of goodwill on 

the basis that 411 Travel Buys did not use Red Label’s registered trade-marks. In the 

alternative, he dismissed the claim on the basis that “red tag” was not visible. Since 

Red Label has not challenged the primary basis on which the Federal Court Judge 

dismissed Red Label’s claim, Red Label cannot succeed in an appeal in relation to 

this issue and there is no need to address the alternative basis to which the Federal 

Court Judge referred.” 
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Vancouver Community College v. Vancouver 

Career College (Burnaby) Inc., 2015 BCSC 1470  

¬ Does a user of keyword advertising liable for passing off? 

¬ “In Teresa Scassa, Canadian Trademark Law…the author wrote… 

¬ Initial interest confusion appears also to assume a relatively 

inexperienced Internet user, and indeed the concept emerged in the 

early days of the Internet.  Early cases relying on initial interest 

confusion should therefore be approached with caution.  As use of 

the Internet becomes familiar and ubiquitous, the test person for 

confusion is likely to shift from a tentative an easily confused 

neophyte to an increasingly savvy user who is familiar with search 

engines, and capable of sifting through search results. 

¬ “Initial interest confusion” is a term of art in U.S. trademarks law which 

has not been incorporated into Canadian Law:  Red Label Vacations 

Inc. (redtag.ca) v. 411 Travel Buys Limited (411travelbuys.ca), 2015 FC 

19 at parags. 114 and 115.” 
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Vancouver Community College v. Vancouver 

Career College (Burnaby) Inc., 2015 BCSC 1470  

¬ Does a user of keyword advertising liable for passing off? 

¬ “The authorities on passing off provide that it is the “first 

impression” of the searcher at which the potential for confusion 

arises which may lead to liability. In my opinion, the “first 

impression” cannot arise on a Google AdWords search at an 

earlier time than when the searcher reaches a website. When a 

searcher reaches the website of the defendant in the present 

proceeding it is clearly identified as the defendant's website. As 

was said by Frankel J.A. in Insurance Corporation of British 

Columbia v. Stainton Ventures Ltd. the “relevant consumer” will 

“understand that it is necessary to view a website to determine 

whose site it is”. In my opinion that is the point during a search 

when the relevant first impression is made.” 
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Veda Advantage Limited v Malouf Group 
Enterprises Pty Limited [2016] FCA 255 (21 
March 2016) 

¬ “In my opinion, Malouf’s use of the Veda keywords is not a 

trade mark use. 

¬ First, on the agreed facts, the advertiser merely selects the 

keywords and provides them to Google. This is not use 

indicating a connection in the course of trade between the 

services provided by Malouf and the services provided by 

any other trader. Objectively, Malouf is or was not using the 

keywords as a sign to distinguish its services from the 

services of others. Rather, it has used them to identify 

internet users who may have an interest in using its 

services.” 

15516036 129 

http://www.austlii.edu.au/cgi-bin/sinodisp/au/cases/cth/FCA/2016/255.html?stem=0&synonyms=0&query=veda and malouf&nocontext=1
http://www.austlii.edu.au/cgi-bin/sinodisp/au/cases/cth/FCA/2016/255.html?stem=0&synonyms=0&query=veda and malouf&nocontext=1


McCarthy Tétrault LLP / mccarthy.ca 

 

Veda Advantage Limited v Malouf Group 
Enterprises Pty Limited [2016] FCA 255 (21 
March 2016) 

¬ “Thirdly, the keywords are invisible to consumers. Veda submitted that 

this circumstance is immaterial. It described use of a trade mark under 

the Act as an expansive concept. It referred to the fact that s 7(5) 

speaks of use “in physical or other relation to the services…”  

¬ But the proposition that using words which are invisible and inaudible, 

indeed imperceptible, to consumers is using them as a trade mark 

makes no sense. How could the keywords be understood to be used to 

distinguish the services of one trader from those of another when the 

keywords are indiscernible? How could it appear to consumers that, by 

Malouf’s designation of the Veda keywords to Google, the words are 

used to denote a connection in the course of trade between Malouf’s 

services and the services provided by another trader, or to distinguish 

its services from the services of others, when the consumers have not 

seen or otherwise perceived the keywords?”  
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Michaels v. Michaels Stores Procurement 
Company, Inc., 2016 FCA 8 

“Further, the jurisdiction to order delivery up of the domain names in 

question (e.g. michaels.ca) is firmly rooted in statute. Section 53.2 of 

the Trade-marks Act gives the Court a wide discretion to grant the 

remedies it considers necessary to give effect to rights that have 

been infringed, such as those under ss. 20(1.1) of the Trade-marks 

Act. It provides that “if a Court is satisfied… that any act has been 

done contrary to this Act, the court may make any order that it 

considers appropriate in the circumstances...”. A statutory basis for 

the order requiring delivery up of the domain name can also be 

found in  subsection 20(2) of the Federal Courts Act (R.S.C. 1985, c. 

F-7), which gives the Court jurisdiction to order any appropriate 

remedy known to common law or equity: Merck v. Apotex, 2006 FCA 

323 (CanLII) at para 123.” 
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Kwan Lam v. Chanel S. de R.L., 2016 
FCA 111 

¬  ”…it is entirely possible that an award of punitive damages in the 

amount of $250,000.00 might be a supportable remedy in a case 

like the present, even though the award is proportionally higher 

than the awards made in earlier cases. Violation of trade-mark 

rights through the repeated sale of counterfeit goods is serious 

misconduct worthy of sanction and justifies damages awards that 

are high enough so as to deter the defendant and others from 

engaging in such reprehensible conduct. As was noted in Singga, 

where the Federal Court cited with approval from R. v. Chui Lau, 

(16 November 2006), Richmond 48082-1-48984-2C (B.C.P.C.): 

¬ this kind of theft constitutes a very serious offence, more 

serious than a theft of some other material or property 

because it strikes at the heart of what differentiates a 

progressive, creative society [that protects intellectual 

property rights] from one that is [and does] not.” 

 

132 15516036 

http://www.canlii.org/en/ca/fca/doc/2016/2016fca111/2016fca111.html?searchUrlHash=AAAAAQAPa3dhbiBhbmQgY2hhbmVsAAAAAAE&resultIndex=1


McCarthy Tétrault LLP / mccarthy.ca 

 

Slides available @ 
barrysookman.com and 
mccarthy.ca 

Underlines in quotes may reflect emphasis added.  

Some citations or references in quotes removed. 
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